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INTRODUCTION

1. By any measure, this litigation has had a particularly tortu

proceedings. In 2014, the contempt application
These were heard at some length and then, for
now matter, parties agreed to go to hearing of the present Notice of
Motion.

2. This is an action ig p infringement. The Plaintiff

(“CTR?”) says it has an % . 202302 granted on 3rd
i te’of 16th November 2005 for an

August 2006 with a
explosion and fire detection technology for use in electrical

transformers. The patent is described as “A SYSTEM AND METHOD
ND/OR DETECTING EXPLOSION AND/OR FIRE OF

ELECTRICALTR

only con @ ;a
y the 1st Defendant. The 2nd Defendant is Sergi’s

ORMERS”. The 1st Defendant (“Sergi”) is the

in this judgment, I use the word ‘Defendant’ to

istributor and agent, and the 3rd Defendant, a manufacturer of
lectrical transformers, is a purchaser of the systems manufactured
by either CTR or Sergi.' CTR claims that Sergi’s product, the
SERGI 3000, is an infringement. Sergi says it is no such thing, and

its product uses a different technology. Sergi claims it has a license

But not CTR “and/or” Sergi. This being a patent case, that linguistic
abomination, one increasingly condemned in judgments everywhere and
by scholars of both law and language (most notably Bryan Garner) as
introducing needless ambiguity, and still much favoured by Patents
Offices worldwide, rears its head throughout these papers. Canada’s
Intellectual Property Office as a general rule does not seem to allow the
use of this expression, but this, sadly, seems to be an exception.
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to manufacture fire systems in accordance with Indian Patent %
No0.189089 granted on 14th December 2002 to one Philli

Magnier, whose son Antoine is now Sergi’s Managing Direct

CTR says that Sergi’s attempt to exploit this licensed patent

commercial failure, and what Sergi now does is to i

but at least in one crucial element and that is enough to dislodge
CTR’s claim. Sergi also questions aim to a patent in the
first place: it has filed a Counter<Claim here and, in the Patent
Office, a post-grant opposition t Patent. There is also said

to be a pre-grant oppositi e { and, in addition, there is

efore the Intellectual Property

en placed, no such order could have been made.

3.  The suit was originally filed before the Thane District Court
in 2010 as Suit No. 1 of 2010. A Counter-Claim having been filed, it
was then transferred to this Court in view of the proviso to Section
104 of the Patents Act, 1970. On that transfer, it was renumbered as
Suit No. 448 of 2012. As it stands today, the record before me, the
bulk of it digitized, is enormous: by my reckoning, the digital record

is nearly 15,000 pages, very possibly more. In addition there are
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;21 Uploaded on - 23/10/2015 ::: Downloaded on -23/10/2015 19:04:30 :::



NMS-497-14-CTR-V-SERGI-F02.DOC

compilations and documents tendered during the arguments that &
ran, albeit sporadically, between January and March 2015 when
heard Mr. Seervai for CTR and Mr. Chagla for Sergi. During t

hearings, I was also treated to some visual depictions and-eve

affidavits, incessant renumbering of pages and so on. To the extent

that I was able, I have attempt ovide accurate cross-

references.

4. 1 have considered the rival submissions and the material on

record and also spent e studying the various brochures,
charts and specifications; the last of these most especially, since Mr.
Chagla contends that there are material variations and changes in
the iterati CTR’s Patent applications and its frequent
amend%o e extent that I can, I have also tried to

erstand -the nature of the process involved and how each side

its technology or method. I have found finally for the

f, being unable to accept the Defendant’s case that there is
infringement or that the Plaintiff’s patent was incapable of being
@ granted. On the latter especially the view that I have taken is clearly

only prima facie and is not intended to affect any pending application

by the Defendant or its Counter-Claim in this very suit.

5. In the following analysis, I have not set out the rival
submissions in the sequence in which they were presented. I have
instead considered these under distinct heads, set out below. I note

this specifically because though Mr. Chagla opened his address with
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an attack on the plaint and his case on suppression, I have preferred &
to deal with this later in sequence. The reason is that it seems to m

that should a case in infringement be made out on the material as

such an argument might be a tilting factor an

interim reliefs being refused; but once all the

reliefs notwithstanding. It is of cour

shown that even today, with this welte aterial, there is yet not a

case on infringement made out.
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CHRONOLOGY @

6.  Ordinarily, I should have begun with a chronological

narrative. But the one in this case is so convoluted an
conturbations with, as I see it, very little of c sequen the
issues before me today that I do not think this to\be necessary. It is

so long in the telling that it would be little more than a debilitating
distraction. There are just a handful of 1al dates and events, and
I have chosen instead to highlight only these in the body of this
judgment. The full chronol(%gy, necessary cross-references
n this judgment; and it is only
% arise. Since the record is in such

the liberty of circulating a copy of this

to the record, is in the fir
uld

there for reference, s
considerable disarray, I

chronology to both sides to ensure accuracy in the cross-references

to the record.

7. Tl ates for our purposes are these:
:;.1 On 5th November 1996, Sergi’s director Phillipe

Magnier filed an Indian Patent Application for
registration of an invention entitled “Method and

@ Device for Preventing/Protecting Electrical
Transformer Against Explosion And Fire” under the
Patents Act. This was then licensed to Sergi.
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7.2 On 14th December 2002, Sergi obtained Patent &
No.189089 in respect of this application.” Sergi claim

to hold corresponding patents in various internation

jurisdictions.
7.3  Three years later, on 16th November 2005, filed
an Indian Patent Application No. 142 /2005 for

the registration of an invention it called “A SYSTEM
AND METHOD FOR P AND/OR DETECTING

EXPLOSION AND/OF OF ELECTRICAL

TRANSFORMERS”.* application was published
in the official\j e Patent Office on 18th
n 20th January 2006, the Patent
Office issueda First Examination Report.” CTR

responded with an amendment on 31st January 2006.°
followed a Second Examination Report on 18th
il 2006,” and changes in response by CTR® under

@etter dated 26th April 2006.”

.4 In the meantime, Phillipe Magnier, who held Indian
Patent No. 189089 and was a Director at Sergi, filed a

@ patent infringement action against CTR as Civil Suit

Vol. A, Part (c), p. 118.

Vol. A, Part (a), p. 39.

Vol. A, Part (a), p. 37.

Vol. G-1, pp. 224-226.

Vol. G-1, pp. 227-245.

Thane Dist Ct R&P Vol. II (“D-2”), p. 787; Vol. G-2, Tab 2
Thane Dist Ct R&P Vol. II (“D-2"), p. 1081; Vol. G-2, Tab 5
Thane Dist Ct R&P Vol. II (“D-2”), p. 1141; Vol. G-2, Tab 5

O 0 N Bt AW N
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No.27 of 2006 in the Calcutta High Court. Sergi was &
the 2nd plaintiff to this suit. The four other defendant
to the suit were various corporate purchasers of t

competing fire systems. The application for-int
reliefs was opposed. On 22nd Februar

statement by Sergi’s counsel that the two products
were different.' By an d 17th April 2006, the
Single Judge of the Calcutta High Court declined to re-

hear Sergi’s applicai a new motion, but clarified

that the state % ¢-onl 22nd February 2006 on
behalf o not bind at the final hearing of
Sergi’s motion. On 7th February 2011, Sergi

unconditionally withdrew its suit.

7 as granted its Patent No. 202302 on 3rd August
06 under Section 43 of the Patent Act for “ A SYSTEM
AND METHOD FOR PREVENTING, PROTECTING

AND/OR DETECTING EXPLOSION AND/OR FIRE OF
ELECTRICAL TRANSFORMERS. "

7.6  Sergi filed what it calls a ‘pre-grant opposition’ under
Section 25(1) of the Patents Act on 20th January
2010.”

11
12

Vol. A, Part (a), p. 246.
Vol. A, Part (a), p. 39.
Vol. C, Comp, 5, pp. 229-230, paragraphs 11 and 12.
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7.7  On 20th January 2010, Delhi Transco Ltd (“DTL”)
floated tender T /SP.I1/2009/44 for the purchase of 6
fire systems.” The tender notice specified a techn
commercial bid opening date of 16th Februa
and a price bid opening date of 16th h he
former was later postponed to 15th March 2010 and the
latter to 28th September 2010.

7.8

7.9

application under Order 39 Rules 1 and 2 of the Code
il Procedure, 1908 (“CPC”) for an ad-interim

@@nc on restraining Sergi from infringing CTR’s
atent. This application, numbered as Exhibit “5”
before the Thane District Court, is the present Notice
of Motion."® On 15th February 2010, a handwritten
purshis or application seeking urgent ex parte ad-interim
@ reliefs was filed on CTR’s behalf before the Thane
District Court."” This purshis, numbered as Exhibit 9,

says that for the purpose of ad-interim ex parte relief

Vol. A, Part (a), p. 251.

Vol. A, Part (b), p. 583; part of Ex.C to the Written Statement.
Vol. C, Comp. 5, from pp. 167-221.

Vol. C, Comp. 5, pp. 198-221; also at Vol. C, Comp. 1, pp. 12-34.
Vol. C, Comp. 5, p. 222.
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only, CTR restricted itself to an application to restrain &
Sergi from selling its product to DTL.

710 On 15th February 2010, the Thane Dis @

granted ex parte ad-interim reliefs “in-te the
purshis Ex. 9 against Sergi and its distributor (the
present 2nd Defendant).'® CTR was to comply
with the provisions of Order 39 Rule 3 of the CPC and
on 2nd March 2010.

rder on Sergi on 16th

the notices were made

February 2010 Serg
the 2nd Defendan
the Distr urt.on 2nd March 2010, the returnable
date. The actual writ of summons in the suit was
served on Sergi only on 4th March 2010."

7@2 March 2010, Sergi submitted its bid to DTL’s
nder.”® It says it told DTL about the 15th February
2010 order of the Thane District Court.” CTR had

also submitted a bid. DTL opened the technical bids on
15th March 2010.%

; to have been informed by
e-suit, and it appeared before

@ 7.12 On 23rd March 2010, CTR filed an application under
Order 39 Rules 2-A and 11 of the CPC, numbered then

Vol. C, Comp. 5, pp. 223-234; “Order below Ex. 5”

Vol. C, Comp. 1, p. 60, paragraph 7 of Sergi’s Reply Affidavit.
Vol. C, Comp. 1, p. 40.

Vol. C, Comp. 1, p. 73.

Vol. C, Comp. 4, Pt II, p. 442.
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before the Thane District Court as Misc. App. No. 68 &
of 2010. This is now Notice of Motion No. 193 of 201

before this Court.”* Sergi filed two replies dated. 2

March 2010* and 3rd April 2010.” In parag

the first of these, Sergi through in nier
undertook not to sell its products(to D ill the

restraint was lifted.”® On 26th March ergi wrote

to DTL about the pendency of the proceedings.”

t of CTR’s Patent No.
the Official Journal of the

7.13 On 16th April 2010,
202302 was publis
Patent Office.

7.14 On 28th September 2010, DTL opened the price bids.
Sergi was declared to be the lowest bidder, L-1.” On
tober 2010, Sergi wrote to DTL saying it looked

@/a to receiving a purchase order.** On 2nd
ecember 2010, DTL placed a purchase order on

Sergi.*!
@ Z  Vol.B.

Vol B, Motion 192 of 2013, pp. 58-86.

Vol B, Motion 192 of 2013, pp. 87-91.

Vol B, Motion 192 of 2013, pp. 58, at p. 63.
Vol. C, Comp. 1, p. 74.

Vol. C, Comp. 5, pp. 271-274.

Vol. C, Comp. 4, Pt. IL, pp. 442-444.

Vol. B, CTR Additional Affidavit, p. 3.
Vol. C, Comp. 2, p. 16.
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715 On 25th February 2011, the Thane District Court &
allowed CTR’s application for interim relief, Ex. 5.°

The reasoned order on CTR’s injunction applicati
Ex.5 was issued by the Thane District Cou
March 2011.% @

7.16 In the meantime, there were several oceedings
relating to Sergi’s application to have its counter-claim
taken on record and a y issue framed under
Section 9A of the CP
length in the append

e details are set out at

onology. For the present, it

is only necess ote-that the Counter-Claim was
nd, ultimately, it was held that
jurisdiction with this court since, on filing the
Counter-Claim, the suit itself was transferred to this
under Section 104 of the Patents Act. It was on

@?u of this that a learned single Judge of this Court
1d on 17th January 2012* that the Thane District
Court’s orders on Ex. 5, viz., the orders of 15th
February 2010 and 25th February 2011 would probably

not hold the field.

@ 7.17 CTR filed Appeal (L) No. 40 of 2012 and Appeal (L)
70 of 2012 against this order. Both were disposed of on

32 Vol. C, Comp. 4, Pt. I, p. 237, operative order; Vol. C, Comp. 4, Pt. L, pp.

238-264, judgment and order.
Vol. C, Comp. 4, Pt. I, pp. 238-264.
Vol. E, Order Comp., Pt. I, pp. 95-97; per Vazifdar J, as he then was.

33
34
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16th March 2012.* The Appeal Court found that the &
ad-interim and interim orders dated 15th Februar

2010 (the first ad-interim order on Ex. 5) and. 2

February 2011 (the final order on Ex. 5) of the T

District Court in fact continued in force-an
and that both orders (including the ord
February 2011) were in the nature sting and
binding ad-interim orders. Ex. “5” the present Notice
of Motion, was directe eated as pending. The

appeals were allowed.CThe judgment and order was

7.18 th March 2012, CTR filed Special Leave Petition

@10 7-10348 of 2012 before the Supreme Court

ainst the order(s) of 16th March 2012. On 25th May

2012, leave was granted in both Special Leave Petitions

and these were disposed of with several directions.”

The present Notice of Motion was to be taken up at an

@ early date; so too the suit itself. Till that time, Sergi
would be entitled to continue to manufacture and sell

its product in accordance with its patent but without

infringing CTR’s Patent (in accordance with its

Vol. E; Order Comp., Pt. L, pp. 98-121.
Vol. E, Order Comp., Pt. I, pp. 122-123.
Vol C, Comp. 4, Pt. II, pp. 326-332.
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undertaking given to the High Court on 15th &
November 2011).

7.19 On 19th June 2012, Sergi filed a revocation 3
(ORA No.42/12/PT/MUM) under 101

Patents Act. This is pending before the Intellectual
Property Appellate Board (“IPAB”).

8.  As matters stand today, theref@

8.1 The original Ex. e present Notice of Motion,

is for final hea x;: aénced by either of the two
previous orders of the Thane District Court;

8.2 Se

i’s Counter-Claim is on record;

8. i
@ Patent are pending before the patents office;

8.4 Sergi’s Revocation Application is pending before the

8.5 CTR’s Notices of Motion under Order 39 Rules 2-A
and 11 are pending.

pre- and post-grant oppositions to CTR’s

9. I am only required to consider the CTR’s first motion for
injunctive relief, what was first Ex. “5” before the Thane District
Court and is now Notice of Motion 497 of 2014. I am not
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considering the CTR’s contempt Notices of Motion N0.191-193 of g&
2013. I am also not required to address the issue of whether Serg
can simultaneously maintain a Counter-Claim, a pre-gra

opposition, a post-grant opposition and a revocation ap

will comment on this toward the end of this judgme

\
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ELECTRICAL TRANSFORMERS @

10. From great power comes great electricity, and electrical
transformers are essential in the transmission, distributuse
of AC (alternating current) electrical energy  to 1-' ers.
Transformer types vary depending on use, from the small ones used
in domestic appliances and products, to the very large installations
used in power generation and distribution. A transformer is an
electrical device that transmits electrical energy between two or
more circuits through elecgom uction. Typically, it is

used to increase (step-up)

to change these v
distribution systems, transformers are essential since the resistance
of power distribution wires or lines causes an energy loss. By
stepping up the power to a higher voltage, transformers are able to
of this loss, yielding economy and efficiency in

From the point of power generation to final

o be reduced from their initial high levels to levels that can be used
omestically (typically 220-240V or 110V). The high voltages of
transmission towers (stepped up to make up for transmissions
losses) are steadily stepped down at receiving substations,
distribution transformers on smaller poles and so on till acceptable
power supply is delivered to an industrial or domestic consumer.
There are two basic types of transformers, single-phase and three-
phase, and there are other variants (core-type, shell-type, berry-

type, for instance) as well. We are here concerned, of course, with

18 of 103
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transformers at one end of the scale, those used in power generation &

and distribution: these are very complex pieces of engineering.

11.  All transformers generate heat energy. The large tr

generate very high heat energy, and these require so of
special cooling and insulation. Some are air-cooled, whilejothers use
oil or water or some combination of these. damental

principles are, first, that an electrical current produces a magnetic

field (electromagnetism) and, secon anging magnetic field

within a coil of wire induces a voltage across the ends of the coil

(electromagnetic induction): CI -

changes the magnetic flux ed;-and this changing magnetic

the current in the coil

ary coil. The simplest transformer
might have a soft iron or silicon steel core and windings placed on it.
Both the core and the windings are insulated. The entire assembly is

founded on ’s Laws of Electromagnetic Induction.

t high temperatures, transformer oil or insulating oil
electric oil’), normally obtained by fractional distillation and
equent treatment of crude petroleum, provides excellent
sulation. It is also used as a coolant and to suppress what is known
@ as ‘arcing’ and ‘corona’. For improved cooling, especially in large

power transformers, the oil-filled tanks that are typical in such
devices often have external radiators through which the oil circulates

by natural convection.

13.  Electrical transformers, like almost anything else, are subject
to Murphy’s Law: if anything can go wrong, it will. Transformers

fail. The causes can be many, from insulation failures, internal

19 of 103

;21 Uploaded on - 23/10/2015 ::: Downloaded on -23/10/2015 19:04:31 :::



NMS-497-14-CTR-V-SERGI-F02.DOC

failures, mechanical or system malfunction, ruptures in the &
equipment, improper installation and maintenance to incorrec
grounding, lightning strikes, damage to power lines, prolong

overloading, damage to the core, damage to the winding, an

it is reported, small animals across the power lines.
of a failure is an electric arc between the transfo ductors,
or even between a conductor and the transfo

electrical arc creates a high-energy short-circuit in the system, and

this in turn causes a surge in the coo oil. That triggers a
chemical reaction of gas accumulation, the pressure within the

tank rises sharply and <&wifi consequences can be

catastrophic: often an exp ; e oxygen in the air outside

meets with the superh immediate fire.

14. Oil-filled ¢ransformers with a conservator (oil reservoir) may
have a gas r relay. This is called a Buchholz Relay. These
have be least since the 1940s. The relay was first developed
olz in 1921. A Buchholz Relay is a safety device

1 )on oil-filled power transformers. It is equipped with an
overhead oil reservoir called a ‘conservator’. Typically, it is used to

tect gas accumulation within the transformer due to corona
discharge, overheating, or an internal electric arc. On a slow
accumulation of gas, or rapid pressure rise, the Buchholz Relayis
designed to trip a protective circuit breaker that disconnects power
from the transformer. Transformers without conservators are
usually equipped with sudden pressure relays. These perform a

function similar to the Buchholz Relay.
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15. At the simplest level, a diagram of an electrical transformer &
with a Buchholz Relay looks something like this:

CONSERVATOR
TANK

BUCHHOLZ (3
TERMINAL LT ]
BUSHINGS RELAY OIL LEVEL
TRANSFORMER
TANK - —— =t
i

gos
D™

WHEELS
° (O
Xel rical transformer is an oil

e that connects the main tank to the oil

16. 'The Buchholz
container fitted to the
conservator tank. It has two principal elements. The upper element
is a hinged float\that moves up or down depending on the oil level,
rather like the in any cistern. Typically, the float has a mercury

switch, i nt of which varies according to the float’s

second element is a baffle plate with another mercury
Chis plate is so fitted (again on a hinge) just ahead of the
inlet from the main tank. When oil enters the Buchholz Relay from

at inlet at high pressure, the baffle plate’s alignment and the
mercury switch levels change. There are also gas release valves
above the relay. Electrical leads are taken from the mercury switches
through a terminal block. The Buchholz Relay is a mechanically
activated device. The principle is this: on a transformer failure, the
insulating oil is decomposed into Carbon Monoxide and Carbon
Dioxide (CO and CO,). These gases accumulate in the upper part of
the Buchholz container. That causes the oil level to fall. With that,
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the float takes a lower position, and this triggers the mercury circuit, &
which in turn triggers an alarm. More severe faults are ofte
accompanied by oil surges. These strike the lower-positioned ba

plate and close the mercury switch attached to that plate

a Buchholz Relay returns a ‘false positive’: it activates without any

real transformer failure. This migh pen due to air pockets or

bubbles (which force down the oil e lower baffle plate

mercury switch may also beactiva
high, though not due to an interna
The following diag a typical (and over-simplified)
Buchholz Relay:

——
o >/Con5ewator Tank
{
| |

Buchholz Relay
e

[
/

N —
= R
\ ~.> -

"
Buchholz Re[ay\\q\ Tank
on Transformer ~J

[

[l ~ Mercury
Diagram | | (). L~ Swich |
of r |
Buchholz % |
Relay | i

17.  Generally speaking, some safety systems (I am not confining

myself here to the two competing devices) detect or sense imminent
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explosion or fire and act to prevent these from occurring; others &
assist at a slightly later stage, and ensure a quick and safe shut-dow
or allow a transformer to be taken offline smoothly. In essence, th

seem to be warning systems; CTR says its device is an early-wa

system, one that anticipates an imminent explosio

Sergi’s does not.

\
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CTR’S PATENT @

18. CTR claims that apart from its domestic patent applicat
also applied internationally. In the course of the iona
application(s), CTR sought the written opinion ¢f"an International

Searching Authority, established under the P

Treaty, on the novelty, inventive step(s) and industrial applications
of the CTR’s claim. The ISA is sai have examined CTR’s
technology and compared it to the priorart including, importantly,

Sergi’s previous US patent.z; T as’of the view that Sergi’s

patent, “for a method

oolant or dielectric oil into hydrocarbon gases, and in doing so with

little to no delay. It was said to be based on a warning feedback by
monitoring the incoming and outgoing current in the transformer
and using a detected imbalance as a signal to the circuit breaker.
Then the Buchholz Relay signal and the circuit breaker were used to
generate a control signal that triggered the draining of the
combustible coolant fluid, followed by the injection of nitrogen gas

from the bottom of the transformer tank to stir the coolant. The

% Plaint, pp. 49-50.
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inventive step in this (CTR’s Patent) was that the prior art &
(including Sergi’s patent) did not use a Differential Relay to sens
an imbalance in the incoming and outgoing current together wi

the signals from the Buchholz Relay and the circuit

generate a control signal at an early stage. Importa
initial patent claimed to be faster than the prior
Other patents were temperature-sensor based; Ser pressure-
sensor based; and CTR claims to be even quicker in detection. The
ISA report notes that none of the ious_patents had all these

features in combination. The Differential Relay, the Buchholz Relay

and the Circuit Breaker are 4ll inte n transformer safety device

design that are central to the pr

19. In paragraphs 13 and 16 of the Plaint, CTR says that the

fundamental features of its patent are these:

1941 ’s|Patent provides a first input to a control unit
sing a differential current-sensing electrical relay to
calculate the difference between the input and output
current. Arcing in a transformer, for whatever reason,
creates an imbalance between the input and output
current in the transformer. This almost instantly
creates turbulence and a rise in pressure in the
transformer tank. CTR’s Patent uses a Differential
Relay to monitor the difference between the input and
output currents. Once detected, a first signal is sent to
the control unit. As I understood it, this is essential to
CTR’s Patent. For, according to Mr. Seervai, the prior
art detects defaults that follow the imbalance in the
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input/output currents; they do not detect that &

imbalance or differential at all.

19.2 CTR’s Patent uses the Buchholz Relay to i
second input signal to the contr ing
generates high energy within the (transformer. This
causes turbulence in the coolant oil, a equent oil

surges. This is where the Buchholz Relay comes into

’s Patent deploys the
Buchholz Relay to genera cond input signal.

19.3 Further, onc fferential Relay detects an
ut/output current, it signals the
circuit breakers; which then trip. Oil surges detected by
theBuchholz Relay also trigger a tripping of the circuit

I.

orking in combination, these three signals result in an

activation of the safety system mechanism. The

transformer is isolated. That stops any further energy

feed into the transformer, preventing an explosion.

@ Also, on receipt of a signal from either source, the
control unit sends out a signal that energizes a lifting

magnet to drain the coolant and to inject nitrogen gas

from the bottom of the tank through a valve. This stirs

the coolant, reduces the temperature and drives out the

oxygen.
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20. The principal difference between the two patents, Mr. Seervai &
says, is in the timing. CTR’s system does not await a pressure build-

up. That, according to him, is an event that occurs later, thou

Buchholz Relayand the Circuit Breakers.*

21.  It/is rtant to note here that CTR’s case is not patent-

It is that Sergi is now manufacturing a product #ot

other hand, claims that CTR’s Patent itself was wrongly

anted; that there is nothing novel or inventive about any of it; that
all of it was known to the prior art; nd that known integers have only
been shuffled about to give the impression of inventiveness; and that
it does not do what it claims, viz., to provide an early warning

system. Indeed, Mr. Chagla’s submission is that on any reading of

39 CTR Complete Specification Patent No0.202302, “Summary of the

Invention”; Vol. G-1, pp. 6-28 at pp. 10-11.
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the material, CTR’s Patent cannot possibly provide any reduction in &

detection time at all. The patent itself is vulnerable, he says.

erature Sensors or vapor sensors’.
The complete specifica sets out 14 ‘claims’: there were
originally 16 in the provisional specification, but these seem to have
been merge en split during the patent grant process to yield
the final'14

rgi’s Indian Patent No. 189089* also claims to reduce time.
It specifically says that the patent uses a pressure-sensor means to

tect a break in the electrical insulation of the transformer and then
triggers a partial draining of the coolant, and the cooling of the tank
by the injection of a pressurized inert gas to stir the coolant and

flush the oxygen.

40 Document at Thane Dist. Ct. R&P Vol. II (“D-2”), pp. 1029-1080; Vol.

G-1, pp. 6-28.
Plaint, pp. 73-89.
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24.  On 24th July 2009, CTR obtained an expert technical opinion
from Dr. D.B. Talange and Dr. S. S. Dambhare, respectivel

Professor & Head and Associate Professor of the Department
42

Electrical Engineering, College of Engineering, Pune:
st of

Talange-Dambhare opinion was in response to C ’s
17th July 2009 to determine if the Sergi 3000 system (fr

catalogue) was identical or substantially similar ’s Patent

Sergi’s

No0.202302. The opinion was based on the catalogue description,
Sergi’s Patent No.189089, CTR’ No. 202302, Sergi
of the Sergi 3000. The
ivocal on this: that CTR’s

France’s catalogue, and a technicaldra

ergi-France catalogue product was in consonance with the
di ent; that the Sergi France catalogue product did not

novel features of CTR’s Patent; and that the Sergi India

duet in its catalogue did show the novelties of CTR’s Patent. In
her words, the Sergi 3000 product sold in India did not accord
with its patent, but was identical or substantially similar to CTR’s

Indian Patent.

25. In addition, CTR relies on two affidavits of one T.R.
Subramanian, Controller-General of Patents and Trade Marks from
1996 to 1998. The first of these is dated 26th March 2010 in the

2 Plaint, pp. 248-250.
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present Notice of Motion.* The second is dated 10th January 2012 %
and was filed as Exhibit “E” to CTR’s further affidavit dated 16t

January 2012 in its Notice of Motion No.665 of 2011.** The t

affidavits differ in important respects: the second followe -G
@.

(1 SO On.

tender and Mr. Subramanian then had for his examinati
drawings submitted by Sergi to DTL, the DTL/tender

The questions put to him were also different: the ted to the
validity of CTR’s Patent, and the second was an examination of
whether the Sergi (India) 3000 prod ed the CTR Patent. I

will return to the second affidavit shortly:

26. In the first affidavit,
CTR’s Patent combin

amanian was of the view that
rential Relay, the Buchholz Relay
and the Circuit Breaker delivering three input signals to the
control unit, dand the control unit in turn triggered a fire
extinguishi m. The system, he said, detected the possibility
of explosi d ‘fire well in advance before decomposition of
olant oil set in. He was, in 2010, of the considered

this was a clear technical advancement. He also saw

Patent N0.189089 as being ‘completely different’ since it

erated on a:

<:::j> pressure sensitive system which operates

at a later stage when the pressure inside

the transformer tank is static or after a

fire or rupture has taken place in the

transformer. The pressure system

43 Motion paperbook, pp. 73-81.

44 A
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thereafter operates the fire extinguishing

system.

(Emphasis ad,

combination array. The earlier systems operated to disconnect

power supply to the transformer, vided no method of
detecting an explosion or fire. He al ifically opined, in March
2010 that Sergi’s product <had \a
features of CTR’s Patent an

the novel and inventive
at,there was a clear case of

infringement.
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THE DTL TENDER SPECIFICATIONS @

27. The DTL Tender contained technical specifications he

fire protection system.* It required a “Nitrogen Inje

Prevention Cum Extinguishing System” (“NIFPES”).
related to “Activation of the NIFPES”, and clause 2.5/2 spoke of
“the Auto Mode”:

2.5.2 Auto Mode
a) For Prevention of Fire ifferential Relay

Operation

& i) Buchholz Relay
parallel with Pressure

X Relief Valve or RPRR
(Rapid Pressure
Release Relay)
iii) Tripping of all

concerned breakers is
a pre-requisite for
initiation of system

activation
h) Extinguishing Fire : i) Fire Detector
i) Buchholz Relay

paralleled with
Pressure Relief Value
or RPRR.

iii) Tripping of all
connected breakers is
a pre-requisite for
initiation of system
activation.

Motion paperbook, pp. 82-121; from p. 111.
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CTR’S CASE IN INFRINGEMENT @

28. Mr. Seervai says that on a plain reading, these specificati

eliminated any product that accorded with Sergi’s Patent ‘} i 0
holz R

since that did not feature a Differential Relay, a z Relay and

a Circuit Breaker working in tandem like this. Indeed, he/says, this
was a bespoke specification that only a device in accordance with
CTR’s Patent could meet.

29. During the hearings, Mr. a ded in colour copies of
the Sergi France brochur k g J 00 product and the Sergi

India brochure for o

sensor. We-mus r in mind that we are here concerned with the
fire preve @ patent, not the fire extinguishing patent; for, on the
% guishing side, the Sergi France brochure does have a

chhplz Relay (and this seems logical). Sergi’s Indian brochure is

arkedly different. It is also ostensibly for the Sergi 3000 product,
one that is, therefore, presumably in accordance with the Sergi
Patent No. 189089. But the flowchart or diagram in the Indian
brochure now shows, /n prevention mode, the deployment of both a
Differential Relay and a Buchholz Relay, along with a Pressure Relief
Valve and a Master Trip (circuit breaker). It claims that the
Buchholz Relay and the Pressure Relief Valve are alternates to each
other, but the Differential Relay and the Master Trip must work in

conjunction (“and”).
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30. What Sergi India has done, Mr. Seervai says, is not to tack on &
a Differential Relay and a Buchholz Relay to their product. The

have simply abandoned their product and are using one that

CTR’s. It was impossible for Sergi to obtain the DT n

without infringement.

31. One of the reasons for this, CTR says in pa 22 of the
Plaint, is the very great success of its patented commercial offering.
Many State Electricity companies professed.their approval, as did
y body. The patent was

said to have set a new benchmark: This success eroded the market
for Sergi’s competing pro on’its Patent No. 189089; and
o all manner of desperate moves,

including filing the patent

have previously teferred.

t otion to minutely examine each of these assertions.

33. Till 2007, Sergi manufactured its product in accordance with
its own Patent. Then, seeing the success of CTR’s rival offering,
and having failed through the Calcutta patent infringement act to

stop its onward march, Sergi wholly abandoned its patented
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product. It then put the Sergi 3000 into the market and this was and &
is, CTR says, nothing but a slavish copy of CTR’s Patent.*®

deployment of the Differential Relay and the Buchholz Relay with
an oil surge sensor, in the unique manner of C ent. CTR
says that Sergi’s brochures and the flowchart in those shows this.
These two essential features of CT

patent; they do in the Sergi 3000 s

46 Plaint, paragraph 23, Vol. A, p. 19.

Plaint, paragraph 24, Vol. A, pp. 19-20.

8 Plaint, paragraph 25, Vol. A, pp. 20-21.
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THE CONTESTING EXPERT OPINIONS

35. Ibelieve this is a good place to attempt a small excursio

the contesting ‘expert’ opinions placed on record. I h

discussed some of the material that CTR relies on 1n a1nt
specifically, the Talange-Dambhare opinion and manian’s
first affidavit. I take up now Mr. Subramanian’s second affidavit of
10th January 2012 filed in Notice of ion No. 665 of 2011.*

of infringement. He consideéed, -
tender, Sergi’s drawings
patent specifications and t 000 brochure. The questions to
him were whether or the Sergi 3000 product sold to DTL
accorded with Sergi’s Indian Patent N0.189089; and whether or not
the Sergi 3000 product agreed to be sold to DTL was identical or
substanti 1 to CTR’s Indian Patent No.202302. He formed

’s Patent was indeed unique and novel. It used its

integers in a special way for its intended purpose. In
the Sergi Indian Patent was entirely pressure sensor based.
The’activation trigger was only the pressure sensor. He concluded
that the Sergi Patent did not accord with Sergi’s Indian patent, and
that the product offered by Sergi was identical, or at least
substantially similar, to CTR’s Indian Patent No. 202302. The
features described in Sergi’s brochure did not figure in its patent;
but they did and do form part of the essential technical
specifications and novelty of CTR’s Patent.

9 Motion No. 665 of 2011 paperbook, pp. 320-324.
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36. I find it very difficult to fault Mr. Subramanian’s reasoning
and train of thought in either of his affidavits, and I am equall
unable to simply jettison the Talange-Dambhare opinion. All the

seem to me to be entirely consistent with CTR’s depicti

Patent and the complete specification of CTR’s Pat
inconsistency between Sergi’s French brochuré and its Indian
brochure is simply inexplicable at least to this extent: while the

French brochure describes a system or method that accords with

Sergi’s Patent No. 189089, the Sergi India brochure does not and is
a clear departure from it. On the face of.it, the Sergi India product

brochure hews very closely to C t.
37. The matter sho ally_have ended at this; and very little
more was required. Mr. la however mounts a frontal assault on

the CTR patent\itself: there is, he says, nothing so very novel or

unique abo
application e)known to the prior art. CTR’s mere re-
Arrange of these well-known integers with their well-

nted and well-established functions is by no means a novelty

I its integers are, and even at the time of the

ciént to sustain a patent; and if there is no properly granted

tent, Sergi’s deployment of those very integers cannot possibly
constitute infringement. What CTR claims as being novel on the
priority date of 16th November 2005 was also previously disclosed
by CTR itself in its brochures, Mr. Chagla claims, formed part of

the prior art, and was fully anticipated.
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38. In opposition to CTR’s experts, he relies on the opinions of %

one Rajiv Bhatnagar, a consulting patent agent,” and of one Gaura
U. Phadnis, a lawyer with a bachelor’s degree in mechanic
engineering and a master’s degree in intellectual prope

both opinions with no great enthusias and- perhaps

understandably: Mr. Chagla has more substantial
Indeed, I would disregard Bhatnagar’s opinion entirely on one
solitary ground: in saying that the Relay has been used
since the 1950s (which nobody denies; indeed, possibly earlier), he

says that ‘several of these>fac ¢ .reported on Wikipedia (a
respected technical ency on—the Internet)’. That is, I
imagine, enough to te eliability of his opinion even prima

facie. In any case, all that he says is that the many integers are known
to the art, a ter that takes us nowhere. What is, however, of
interest is e does not mention the use i a particular
combination or sequence of these known integers, as if to suggest that

a ndomly deployed and will still yield the same final

agine that to be completely incorrect. Phadnis’s opinion

in “response to specific questions put to him: whether the

ifferential Relay and the Buchholz Relay are known to the prior art
(they are; no opinion was needed on this); whether the validity of
the CTR patent can be challenged (I expect anything can be
challenged; the question should properly be whether it can be
successfully challenged); and finally, whether the Sergi 3000 system
as shown in the brochure infringes CTR’s Patent. What he does not

50 Motion paperbook, pp. 127-129

Motion paperbook, pp. 130-187.
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seem to have been shown is Sergi’s French brochure. Phadnis then %
provides a tabular comparison of the two patents and his opinion. I
this, he speaks only about the various components or integers b
not about the manner in which they are made to work together.

flaw in this analysis lies, I think, in his opinion that -
novelty in claiming that the Differential Relay s 1

in the input and output currents, because that is what the
function of the Differential Relay is in the first place. This begs the
question. CTR does not claim that erential Relay is being

adapted to do something other that it 1s supposed to do. It

claims that the result of that'func an electrical signal, is for the
first time being used to provi 1t signal to a control unit,
something that has one before. This seems to have
escaped Phadnis; and, indeed, the very same thing could be said
about the Pressure Sensor or Pressure Relief Valve in Sergi’s patent.

Neither of t inions is persuasive.
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SCHEMATICS {&

39. Before I turn to the next set of submissions, I think it 1d
be useful to set out some of the schematics that have bee‘ on
record. There are very many of these scattered through therecord.

Others have been tendered. Some are illegible an

possible
to reproduce these here. During arguments, Mr. Chagla tendered
two such schematics, one on 12th February 2015 and another

revised version on 16th February 2015. [ have taken only the latter. I

have also included the sch<(>3ma

Indian brochures, and o m
Statement to Sergi’s Lou :

contesting claims are sufficiently clear. These are set out on the

he Sergi’s French and
at is in CTR’s Written

etween these, I believe the

pages that follow.

‘07
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40. The first is a block diagram of CTR’s Patent annexed to the

Plaint.>
P

BLOCE DIAGRAM
OF SEQUENCE OF EVENTS

LEANTHG TO TRANSFORMER EXPLOSION AND FIRE

. Arc / Short Cireuit | : ; s
o b e e ' wee-Detected by Differentizl Relay

e —

S, S

i Q11 :

| Surge/Turbulence in |
the Transformer

e —————

—-Datected by Buchholz / RFRR

i
AN P ¥ e e
Pressura Built up |
! an the Transformexr I
e
|
e W L,
Tank BEupture / !
Explosiocn of the
Transforme:
e

2. Plaint, Vol. A, p. 89-A.
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41. The second is a flowchart from the Written Statement to the &

Counter-Claim.>

i ‘ FAULT |

| ] SHORT CIRCUIT 3
i J CTR PATENT

' ARC IN 202302

r

OIL SURGE / TURBULANCE

¥

¥
TRANSFORMER EXPLOSION

| !

|
| '

SPREAD OF FIRE

42. This seems clearly&how that the CTR Patent claims to act
ahead in time the Sergi Patent. The reference to the Elin
technology-is ference to the previous international license
relating tinguishing. We are concerned with the novelty of

at the point above the ‘transformer explosion’ step in

5 Vol.A, p. 344
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43. Sergi’s French brochure has this schematic: &
TRANSFORMER e
Relief Valve

BLAST AND FIRE | FIRE EXTINCTION ~ ©" 5"

PREVENTION BACK UP \ Te[r)npe
etel

AND AND

gh Pre z High Temperature

w, TRANSFORMER BLAST AND FIRE PRE

PRESSURE RELIEF
ACTIVATION

= A

Quick drain valve opens
and drains the transformer

SERGI shutter closes

Q isolating oil make-up tank
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44. The Sergi India brochure shows this: @

NITROGEN INJECTION LOGIC
PREVENTION MODE

DIFFERENTIAL

Nt OR

-

> AND <

v

QUICK DRAIN VALVE OPENS AND STARTS OIL DRAIN

Y

NITROGEN INJECTION

NITROGEN INJECTION LOGIC
EXTINCTION MODE

@ ? pE—
OR

¥

> AND <
1

v

QUICK DRAIN VALVE OPENS AND STARTS OIL DRAIN

i 5

( NITROGEN INJECTION

i
@)

FIRE
DETECTOR

ow these last two images clearly demonstrate that the Sergi

ia product brochure shows key elements that the Sergi France

brochure does not show at all on the prevention and detection side:

@ specifically, the Differential Relay and the Buchholz Relay. Further,
while CTR claims to use the Buchholz Relay to sense an oil surge,

and says that Pressure Relief Valve is irrelevant and can be tacked on

without making any difference at all (Mr. Seervai says it sends no

‘signal’ but is only an alarm), the Pressure Relief Valve is a
mechanical (non-electrical) device that is admittedly essential to

Sergi’s original patent and as shown in the Sergi France brochure.
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46. Mr. Chagla’s second comparative chart shows this: &

M clegle, S opdy £/

CTR Patent 202302 SERGI 3000 System

BUCHHOLZ
Diferential Relay RELAY -

Buchholz Relay

Differential Relay (Oil Surge)

YN
Cireuit
Breaker

N »’Q
Qn Qﬁ
Control Control
Unit Unit
Energizing lifting magnet for draining Energizing lifting magnet for draining —
of the combustible coolant fuel of the combustible coolant fuel

| Injecting inert gas I Injecting inert gas J >

he Differential Relay also sends a signal to the Control Unit; either
the Buchholz Relay or the Pressure Relief Valve also sends a signal
@ to the Control Unit; and the Circuit Breaker also sends a third signal
to the Control Unit. He says this is faster and more efficient than
CTR’s claim; and there is nothing very unique or novel about any of
it. It is faster because, according to him, since the CTR claim works
in series and needs simultaneous signals from all three inputs to the

Control Unit, it is much slower.
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COMBINATION PATENTS & MOSAICING &

48. 'This formulation is strenuously disputed by Mr. Seervai.
law does not, he says, require every integer of a patent Ve :
the whole can be both greater and more novel than the of its
parts. To dislodge a granted patent, the defendant i/ such an
infringement action must do more than merely assert a lack of

even all, integers are
wn that he holds a

novelty or simply show that so

previously known. Once the plaintiff

validly granted patent and <>tha facie appears to be an

nm a defendant’s contention
ement or re-arrangement of known

t making that assertion. To succeed, that

inventive step, there can

that the patent is a mere a
devices only on a defen
defence must be backed with scientific literature, and persuasive
expert opinion.™ Section 3 of the Patents Act tells us what are not

inventions ng the various categories listed is this:

on 3 — What are not inventions

e following are not inventions within

the meaning of this Act, —

(a)

(f) the mere arrangement or re-
arrangement or duplication of known

devices each functioning independently of

one another in a known way;

5 Strix Ltd v Maharaja Appliances Ltd., MIPR 2010 (1) 0181 (Del), per S.
Muralidhar J.
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I think the words I have emphasized form a limitation to the &
defence. It is not enough to show (as both Sergi’s experts seem t

do) that the patent has known devices or integers. Nor is it enou

to show that those devices perform the functions for whie

=

would not be used and would be mere surplusage. It must also be

were intended; that, at least, is obvious, for if theydi hey
shown that every one of these integers functions dently of
every other one and does so in a manner that is known. I cannot
possibly arrive at that finding. The ial before seems clearly to
indicate that CTR’s use of the Differential Relay, the Buchholz
Relay and the Master Trip or Ci Breaker, all previously known

and the mann

pieces, is not in \and of itself a complete defence to a patent
fringement/action except in very limited circumstances. In short,

inventive capacity”.” The cobbling together must be so obviously

non-inventive that ‘he who runs can read’.

49. There is a vast body of law, both here and in other

jurisdictions, on this. For combination patents, the issue for

53 J. Mitra & Co. Pyt. Ltd. v Kesar Medicaments & Anr., 2008 (36) PTC 568

(Del.), per Sanjay Kishan Kaul J (as he then was), citing Terrell on
Patents, 16th ed., 2006, in turn quoting Reid L] in Technograph v Mills &
Rockley, [1972] RPC 346 at 355.
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determination is whether the combination of the integers was at the &
relevant time obvious, not whether each integer regarded i

isolation was obvious.”® In contemporary terms, the test is to s

50. In M/s Bishwanath Prasad Radhey Shyam v
Industries,”” the Supreme Court dealt with this question in a patent

infringement action relating to a vice and method of

previously known, mu han mere workshop improvement.

It must be an ‘inventive step’. It must produce a new result, a new
article or a better or cheaper article (or result) than before. It is
permissible ine old, known integers such that in the new
combinatio d \their inter-dependency or interrelation they

process or an improved result. A mere collection of

ers that does not involve an inventive faculty does not
. It is not the ‘new-ness’ of purpose or the novelty of
plication that is relevant; there must be novelty in the mode of
@ application. That mode must display some ingenuity. When it is said

that the patent is precisely such a non-inventive, self-evident
mosaic, and that what it does is ‘obvious’, then that defence of

‘obviousness’ must be construed strictly and objectively. It must be

>6 Davison, Mark J, Ann L. Monotti and Leanne Wiseman; Australian

Intellectual Property Law, Cambridge University Press, paragraph 13.8.1

57 (1979) 2 SCC 511; under the Patents & Designs Act, 1911.
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shown to be something that does not naturally suggest itself; it must &

not be the obvious or natural suggestion of the previously known.

51. The integers may be known, but they may be arranged

arranged in some previously unknown and non-obvious
deliver a new or improved result. It is not enough to say merely in
opposition that each of the integers was previou wn. Their
rearrangement must be one that suggests itself for the defence to

succeed.

Bench of the Madras Hig

claim contest about we

52. In Gandhimati Appliances . Vardaraju,”® a Division
%sa the context of a patent-

ders that it is accepted as sound law that
a mere juxtaposition of old (meaning known) integers so that each

roper function independently of any of the others

is not a pate ombination; but where these old, known integers

ether as to have a working interrelation producing a
improved result, then there is patentable subject matter in
a)of the working interrelation brought about by such a

collation of these integers.

53. Incidentally: that paragraph in Gandhimati Appliances cites
Diplock LJ in Reymes-Cole v Elite Hosiery Company Ltd,”® but 1
suspect incorrectly.”® That decision, though of Diplock L] with

58 (2000) 3 ML] 85; per R. Jayasimha Babu and Mrs. Prabha Sridevan JJ;

paragraph 29 of the ML] report.

[1965] RPC 102

The citation in the ML] report (“1965 RPC 117”) is also incorrect; the
correct citation is [1965] RPC 102.

59
60
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Willmer LJ delivering a separate but concurring judgment, was one g&
that related to a particular type of closed-toe hosiery or stocking. I
did not contain any such passage, as indeed it could not, because

such question arose there. The seeming error notwithstar

still believe the proposition to be correctly stated.

\
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THE PRESSURE RELIEF VALVE: ESSENTIAL OR NOT? @

54. This legal position, too well-settled now I take it to admit o
any meaningful dispute, leads ineluctably to an ega
consequence: once it is found that there is a validly granted patent,

, and the

i.e., that there is prima facie inventiveness an
defence of mosaicing fails, then it is always necessary to compare
the patent (or patented device) device said to be an

infringement. If the latter adds merely non-essential or superfluous

elements, or makes trifling <>Vari charges of piracy and

55. This necessarily s us to the question of the Pressure
Relief Valve or PRV and Mr. Chagla’s claim that it is ‘essential’ to
the DTL Tender. The PRV is wholly disclaimed by CTR, which says
it forms no-part of its invention. Yet the PRV was required by DTL,

hagla, and Sergi’s product and patent both
\ 'f)'t. Sergi did not, therefore, tack on something wholly
undant and claim its product to be different; it supplied what was

ecessary, essential and called for, something not superfluous or

redundant, and something that is entirely missing in the CTR
patent. If Sergi uses something that CTR actively disclaims, Mr.
Chagla says, then there can be no infringement; otherwise, the

patent is invalid.

Raj Parkash v Mangat Ram Choudhary, AIR 1978 Del 1
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56. I do not think this is an entirely correct reading of the DTL %
tender specification. In fact, I think it is entirely incorrect. The DTL

Tender’s Technical Specifications do not in fact mandate a P
They do mandate a Differential Relay, and they mandate a Buch

Relay with a PRV or a Rapid Pressure Release Re

essentials of this tender specification are the Différential Relay, the
Buchholz Relay and a tripping system. The PR
alternatives for use with the Buchholz Relay. I have earlier
explained, as best I could, the functioning of a Buchholz Relay, and
this is precisely the reason why I felt it necessary to do so. The
Buchholz Relay is not, in the D ification, an alternative to
the PRV or the RPRR. It i sed with either a PRV or a RPRR,

and that is necessar the functioning of the Buchholz

Relay in the first place. sequently, the addition of the PRV to
CTR’s Patent is utterly inconsequential. A device on that patent

would just sily work without a PRV (to which, in any case, the
DTL spécification \itself allows an alternative). But the system that
I annot possibly work without a Differential Relay or
lz Relay. Those are essential. It also cannot work with

ely’a PRV or even with a PRV and a Buchholz Relay. Therefore,

at Sergi has ‘tacked on’ is not something inconsequential. The

fact that the Differential Relay was a known integer makes no
difference in this case. Its deployment in the manner in which
CTR’s Patent uses it is prima facie a novel and inventive method
returning an improved result. When I look beyond the patent, as
courts must sometimes do, I find that there is compelling material to

support what CTR says.
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57. The degree of inventiveness is irrelevant. Slight alterations or %
improvements may yield dramatically important results and migh

be the result of very great ingenuity. In Canadian Electric Co Lt

Fada Radio Ltd,** the Privy Council said just this and went o
hold that sometimes it is the combination itself that i '

subject matter of a patent. A new combination of well known
devices, and their application to a ore useful end, may

require invention to produce it and ood subject matter for a

patent. If all of this, including that bination and that result, are

shown convincingly to be pmain, of course no patent
can result. But that i y case here. No one claims that a
Differential Relay, a Buchholz Relay and a Circuit Breaker were used
in this manner at any time prior to CTR’s Patent. Even Sergi does
not say this says is that the Differential Relay is known; the
is known; and therefore, putting them together lacks

ss. This is a quite incorrect reading of the law, which

The Differential Relay’s use in conjunction with the Buchholz
Relay seems to me to be the ‘pith and marrow’ of CTR’s Patent (an
expression to which I will return presently); and, to use the words of
Wadia ] in Lallubhai Chakubhai v Chimanlal & Co.,”* what Sergi
seems to have done is to take from CTR the substance of its

invention. Wadia ] said that sometimes a patent is infringed by the

62 ATR1930 PC1

63 AIR 1936 Bom 99
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taking of only a part; but that depends on whether part so lifted and
for which protection is sought is a new and material part, especiall
in the case of a combination. I read the word ‘part’ in this phrasi

not to mean an individual integer per se but a portion of the-p

\

This has been the law for a very long time: if the defe

has taken the substance and essence of the plaintiff’s combination,
its ‘pith and marrow’, the mere fact that certain added or
omitted does not mean there is no infringement.*
O\
64 Proctor v Bennis, [1886] 36 Ch. 740
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THE RELEVANCE OF THE GRANT OF THE PATENT @

59. Further, the grant of the patent supports CTR, and while the
grant of a patent is no guarantee of its validity, it is @erla
consideration for the determination of a prima facie case; 1s to

“Appliances,” the

say, it is not to be ignored entirely. In Gandhim
Madras High Court considered this aspect of the matter and held

that a plaintiff is always entitled, at a préima facie stage, to rely on the

of proof is more rigorous if it h¢ patent. But the grant of a
patent does not render it olate; the burden remains on
the plaintiff to show ' ase for interlocutory relief. The

he

he Division Bench decision of the Delhi High Court in F.

offinan La Roche Ltd & Anr. v Cipla Ltd.,*® that at the interim stage
he is not required to demonstrate invalidity; that will await the trial.
He only needs to show prima facie vulnerability of the patent. The
fact that the patent-grant process is a rigorous one is not a complete

answer. This finding in Hoffiman La Roche is, in my judgment, to be

65 (2000) 3 MLJ 85

66 2009 (110) DR] 452 (DB), per AP Shah CJ and S. Muralidhar J.
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The instant appeal arises 1in a patent

case. Historically there was undoubted

time when in an action for infrin nt

a patent that was not already “well
established”, whatever that ve
meant, an interlocutory injunction to

restrain infringement woul ot be granted

tated that

it was intended to a e validity of
the patent.

Relics of this to enforce a

monopoly tha allenged, even though
the alleged g nds of invalidity were
weak, axe to be found in the judgment of

Scrutton \LL.J. as late as 1924 in Smith v.

claminate

rocedure for the examination of

ited ([1924] 1 K.B. 655); but the

t specifications by expert examiners

<:§§$ore a patent is granted, the

pportunity for opposition at that stage

and the provisions for appeal +to the

Patent Appeal Tribunal in the person of a

patent judge of the High Court, make the

grant of a patent nowadays a good prima

facie reason, in the +true sense of that

term, for supposing the patent to be

valid, and have rendered obsolete the

former rule of practice as respects

interlocutory injunctions in infringement

67

[1975] 2 WLR 316 : [1975] AC 396
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infringement of patents is governed by the

actions. In my view the grant of
interlocutory injunctions in actions for <§§§>

same principles as in other actions. I

turn to consider what those princip

are.

American Cyanamid was cited before the Division Bench hearing
Hoffinan La Roche, and this is so noted. The distinction, I think, is
that thin line that the Division Be between an assault on

the invalidity of the patent, something that in the old days a

defendant only needed to state ended to seek in order to

wholly defeat an injuncti in a patent infringement
action, and a defence«at t rith stage that demonstrated prima

facie the vulnerability o atent. The Hoffman La Roche finding is

not inconsistent with American Cyanamid in this respect; it may

rima facie demonstrate vulnerability, and he must do so in the

manner suggested by Muralidhar J in Strix Ltd.

THE ‘IMPLAUSIBILITY’ OF CTR’S PATENT

60. Mr. Chagla then attempts to show that the patent as granted is
implausible in what it claims. He bases this on the fact that CTR
clearly says that the three essential integers of its patent work in

series; they must all work in interdependence; and once each of
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them is required to return a result to fire a control mechanism (the
use of the word ‘and’ as opposed to ‘or’), then there is no questio
of saving time or anticipating a result. Waiting for three distin

inputs to feed in is bound, Mr. Chagla says, to return a slowe

-

purport to compare the CTR Patent and the Sergi 3000 (reproduced

earlier, in paragraph 46) that Mr. a-tendered are needlessly

inaccurate, at least on the

rochure gives us a much

s no material difference at
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SERGI'S OTHER DEFENCES @

61. I turn now to the remaining defences. Some of thes
perhaps of necessity, intertwined or at least overlapping. rie
to segregate them to the extent possible, and tg order them'in a

have kept firmly

sequence that seemed to me logical. In doing this;
in mind the fact that I am here concerned with an interim
application for injunctive relief. I a rying the suit. Straight
away, that means one thing: I do not assess the validity of the patent,
despite Mr. Chagla’s exhorgtio I should; I address myself
i e e out a sufficient case of

%le set out in Hoffman La Roche

the pronouncement in Gandhimati

only to seeing whether h
th

vulnerability, followi

and harmonizing it

Appliances.

SPEED o‘;ﬂ

Chagla’s submits that CTR obtained its patent with, if

onths, as opposed to the many years the process usually takes. To
demonstrate this, Mr. Chagla (despite, I think, his own reservations
and perhaps driven to it by some of his juniors with a pronounced
penchant for over-simplification) treated me on 13th February 2015
to a long and colourful diagram. I mean that literally: three A3 size
sheets pasted together, folded and re-folded. The chart has
deceptively bright but distinctly menacing arrows that point
inexorably to nether regions. I took the chart on file, but with not

much more enthusiasm than that with which Mr. Chagla tendered
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® For the chart is as long on hope as it is on sticky tape, and &

certainly seems to be something of a hunt for the snark. I do no
believe it makes the slightest difference at this stage when or ho

quickly the patent was granted, and the submission on thi

me to just hang in the air with no foundation to s
entire argument is completely defeated with/ (just two words:
therefore what? Merely decrying speed of e
advocate sloth, inefficiency, mediocrity and ineptitude. A patent is
not improved for having been sever r a decade or more in
the granting of it; conversely, it 4s. not.invalid for having been

granted quickly. Indeed, I should

oine that in a world and at a
time when the existing hanges every nano-second,
speed in examination oes.not sacrifice accuracy and diligence

must be the norm and not.the exception. It is devoutly to be wished

PROSEORY EsToPPEL: THE GILLETTE DEFENCE

more substantial defence is the one on prosecution history

e pel. Mr. Chagla took me through the original application, the
rious examination reports and then the complete specification,
submitting along the way a chart showing the changes or
amendments made from time to time. The purpose of this exercise,
shortly put, was to demonstrate that the PRV was essential to the
Sergi product and patent; was actively disclaimed by CTR in its
patent; and yet was an essential requirement of the DTL tender. Mr.

Chagla laid a very great emphasis on CTR’s use of the phrase

68 File G2, TabD.
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“and/or other sensing means” in relation to the Buchholz Relay to %
say that even CTR acknowledged the need for a PRV or an RPRR i

its patent application amendments, but took these out later. C

thus narrowed its claim to finally yield a complete discla
arg

is not open to CTR to invoke the doctrine of equivalents to claim

PRV. Since the PRV is an essential component, Mr. g

infringement in regard to the surrendered terri osecution
history estoppel is not restricted to amendments intended to avoid
prior art but also applies to a narro dment made to satisfy
any statutory requirement or the detands of an examination report

from the Controller’s office® T

principle in law, but on th

enerally correctly stated as a
£
correct, because its umption, viz., that the PRV is
essential to the DTL Tender, is not. CTR disclaimed the PRV as

irrelevant, and it maintains that position. Mr. Seervai says, and I

efo e I do not think it is at all

think quite ectly as I have already discussed, that the essential
element the PRV at all, which is one of the substitutes possible
I e holz Relay, but the combination of the Differential

d the Buchholz Relay. CTR makes no claim to exclusivity in

ervof these integers on their own, as indeed it cannot. Mr.
agla’s argument seems to me to overlook the well settled law on
combination patents. Once I arrive at this finding, the next
argument, that CTR is confined to a system without the PRV, and

can claim no infringement in a system that does have the PRV,”

o Festo Corporation v Shoketsu Kinzoku Kogyo Kabushiki Co. Ltd. et al., 535

US 722 (2002); Mabuchi Motors K.K.’s Patents, [1996] RPC 387; Scimed
Life Systems Inc v Advanced Cardiovascular Systems Inc, 232 F.3d 1337
White & Ors. v Dunbar & Ors., 119 US 47 (1886) : 30 L.Ed.303 : 1886
SCC Online US SC 220.

70
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cannot hold; simply because the PRV is a substitutable (and in that &

sense superfluous) element.

64. Indeed, viewed like this, one of the authorities ci @

Chagla is actually against him. In Rod; and Wienenb nry

Showell Ltd.,” the House of Lords had before it a éiaim re?ting to an
; orris L]

and Upjohn LJ said that one who borrows the substance of a

expanding watch bracelet. In separate judgments

patented invention cannot escape consequences by making

immaterial variations. The question i ther an essential feature

has been infringed. There will st %
integers are omitted, added. or replace
r the defendant to show that the

ingement if non-essential

d (the ‘pith and marrow’

doctrine). The only e

patentee plaintiff constricted his claim by excluding something

essential; and when the defendant added that essential integer, he

was not gui@%;ingement. But this latter portion cannot, as we
to

have seen, e present case in relation to the PRV.

65. finding on the PRV being non-essential also undermines
Chagla’s invocation of the Giullette Defence, drawn from Gillette
fety Razor Company v Anglo-American Trading Company Ltd.”* If
CTR’s claims were so wide as to include the PRV, then, according to
Mr. Chagla, the patent must fail for lack of novelty and for having
been known to the prior art. If, on the other hand, the patent cannot

cover the use or deployment of the PRV, which is essential, then

there is simply no infringement. Again, this argument is based on a

' [1969] RPC 367

2. 30RPC 465
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finding, as a matter of fact or admission, that the PRV is indeed &
essential to the DTL tender and to the entire system(and possibly t
the CTR patent as well). Although Gillette, too, was a case where

specification as filed was amended, and restricted

amendment, it was not a case of a combination pat
must note that CTR is quite categorical in its/dsserti at the
functions of each component are interdependen e system
cannot function unless all the components work in this inter-

and that this is not a

dependency producing a cumulativ

PRE-PUBLICATION

66. There is(then the question of pre-publication. Given the
priority dat h November 2005, if Sergi is able to show that
CTR’s aimed and as specified, was published, known
icipatéd, and not saved by any of the statutory provisions

re anticipation in Chapter VI of the Patents Act,’ it cannot
possibly claim infringement. Mr. Chagla relies on two sets of
cuments to establish this: first, what I will call an ‘iteration chart’,

a chronological tracing of the evolution of the CTR patent; and
secondly, a bundle of CTR’s brochures. The first of these, the
‘iteration chart’] is an annexure to CTR’s Affidavit in Reply to
Sergi’s revocation application before the IPAB.” Mr. Chagla
references an entry of 2004 (before the priority date of 16th

» Written Statement to the Counter-Claim, Vol. A, pp. 309-310.

No submissions on Chapter VI of the Act were advanced on either side.
Vol G-3, pp. 384-388.

74
75
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November 2005) to say that the technology claimed by CTR was &
known well before. I do not think this is correct. That entry”® relate

to “fire prevention and extinguishing”, not “explosion detection

and it is the latter that is the subject matter of CTR’s Pa

details of that subject matter are to be found on the nex
these show that the first development of the explosion prevention
subject technology was in 2006, after the priority e previous
fire prevention and extinguishing technologies were under license
from Elin; not so the explosion detec revention technology.
It is in 2006 that for the first time
the use of a Differential Relay; a
a PRV or a RPRR (later

breaker for transfor

losion prevention shows

Relay (oil surge mode) or
;-and a master trip or circuit
. I do not think it is possible to
compare the fire preven and extinguishing methods with the
explosion detection and prevention ones in the manner Mr. Chagla

suggests; th to me to be very different things.

@nct also carries forward to the CTR brochures that

a shows. There is in the same volume a statement of flier

preparation, followed and preceded by various brochures.” A look at

o of these is enough: there is a flier of April 2000”° and another of
October 2006.*° Mr. Chagla insists these are the same. Indeed they
are not. The first, of 2000, is in relation to fire prevention and

extinguishing, while the second relates to explosion detection. That

76 Vol. G-3, p. 387, internal page 120.

Vol. G-3, p. 387, internal page 121.
Vol G-3, pp. 451-452, internal pages 184-185.
Vol G-3, p. 459, internal page 192.
Vol G-3, p. 463, internal page 196.

77
78
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is not the only difference. The performance and function of the &
Differential Relay differs too (a trip as opposed to a signal); thei

'e July

the prior art, he

purposes are different.

(=

68. One of the documents on which Mr. Chagl
2004. It is supposedly a CTR flier and it disclos

says;*' and therefore the patent is not just vulnerab

ply could

not have been granted. However, this is also for fire prevention and

extinguishing. But that is not all. this was a document

annexed by Sergi to its plaint in the Ca

ment

was-ever issued.®? Given the fate

igh Court suit it filed

against CTR for patent infringe The document, it says, is

entirely fabricated and no s
of that suit (withdra ticularly the interim applications
made by Sergi and their outcome, and given too the nature of the

contesting assertions, I do not think it is possible to regard this

document as being in any way determinative. Whether or not there
was fabrica ust await trial.
SE PPRESSION IN CTR’S PLAINT

I am not especially impressed by Mr. Chagla’s submissions on
suppression and misdirection in the Plaint and his extended
exposition on this aspect of the matter. He took me through
paragraph 17 of the Plaint,* and the annexures to the Plaint to say

that when CTR first moved Court it did so not on its complete

81 Plaint, p. 203, Vol. A.

Written Statement to Counter-Claim, Vol. A, pp. 315-316.

8 Vol. A, p. 11-15.
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specification but on its provisional specification, one that had later &
suffered at least two amendments. He read this with th
specifications and claims to show that the claims had alter

between the time of the application and so had the speci

=

isclaimed

— o

Specifically: although there was earlier a reference to-‘ot
means’ and to the PRV ‘and/or’ the RPRR, C later

the PRV entirely. His submission was that on a c ing of the

Plaint as it stands, the distinct impression is that CTR’s Patent

includes the PRV, and conceals the fa is has been disclaimed;

and that it is on this basis, and this basis alone, that CTR has laid its

case in infringement. O

70. All this might een>of some consequence had I been
hearing an application by €TR for ad-interim reliefs. Today, there is

little wind in these sails. CTR’s final, complete specification is on

record; it , though late, before the Thane District Court

even before the case was transferred to this Court. What I must
sider therefore is the material that is before me, and not, as Mr.

agla’s argument seems to suggest, a stripped-down version of it,

pared ‘to just the original Plaint and ignoring everything else. I
agine that would be a most unreasonable and unacceptable way of
approaching a matter of this complexity and with this much material

on record.

71. Indeed, I do not read the Plaint as being quite so shocking (so
to speak) as Mr. Chagla would have it, and I imagine that courts
must be somewhat more fault-tolerant than this. To arrive at Mr.
Chagla’s destination, a finding of deliberate and material

suppression must be returned; one designed to yield an otherwise
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impossible judicial outcome. An accidental omission or oversight of &

something immaterial, and the non-disclosure at an initial stage o

something that is now very much front-and-centre seems to
to fit these parameters. It is not possible to read the Plai

isolation, to take if off-line as it were. The ple

disclosure on the record is sufficient insulation (3q to speak) against
this charge.
72. For these reasons, and given in on an application of

the ‘pith and marrow’ rule, I find la’s reliance on various

be of little assistance. m’as Kapadia v Themis

authorities on ‘fraud’ and ofy withh ' o of material documents to
o

Chemicals Ltd®* was, , an appeal against an ad-interim

order. We are well beyond that stage now; and, as I said earlier, at

the ad-interim(\stage, without so complete a record, these

considerati have been of consequence. Similarly, the

frequen \\P. Chengalvaraya Naidu v Jagannath® was a case

li t’s fraud and the withholding of a document vitally

the litigation and obtaining a preliminary decree on that
iven this 15,000 page record, I seriously doubt that such an

legation can subsist today. Prestige Lights Ltd v State Bank of India®®
also stands on a markedly different footing: when a borrower
claimed his representation under Section 13(3-A) of the SARFAESI
Act had not been considered, it was found as a finding of fact that
the claim of such a representation having been made was only an

afterthought. So when Mr. Seervai says that the ‘suppression’

84 Appeal No. 332 of 1991 decided on 22nd April 1991.

AIR 1994 SC 853
(2007) 8 SCC 449

85
86
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alleged must be a material suppression, one that will tilt the scales in %
the present litigation, I believe he is completely correct.’” The non<
disclosure of the immaterial is immaterial. Once all the material

before the Court, such allegations of suppression are

consequence.® It is, however, of some consequenc .

comes to be made so late in the day, at a stage

relevance by the simple account of such a mass osure, or
even over-disclosure of the material. I must note that the charge is

also misdirected: the body of the Pl s'not, I think, incorrect in

the way it sets out the claims. The w specification seems to
have been annexed, but even at of the hearings before the
Thane District Court, Sergi does.no to have made too much
of this: it filed a detai it with 10 grounds of defence. This

was not among them.

57 Arunima Baruah v Union of India, (2007) 6 SCC 120

SJS Business Enterprises (P) Ltd. v State of Bihar & Ors., (2004) 7 SCC
166

88
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THE ‘PITH AND MARROW'’ RULE OF CONSTRUCTION &

73. Not only must I look at the complete or final nt

that can be traced back to Clark v Adie,” also a combination patent
case, where the House of Lords said t e court should look to
the ‘pith and marrow’ of the invention to see whether a patent

infringement had occurre% T en evolved to Catnic

Components Ltd. v. Hill »ﬁ% House of Lords decision
ich Diplock L], borrowing quite

statutory interpretation, advocated a

she

openly from doctrines

that was another wa

‘purposive’ approach to construction. That now-legendary passage

is still worth reproducing:

M ,)) a patent specification is a

eral statement by the patentee, in

ds of his own choosing, addressed to
ose likely to have a practical interest
in the subject matter of his invention
(i.e. *“skilled in the art”), by which he
informs them what he claims to be the
essential features of the new product or
process for which the letters patent grant
him a monopoly. It is called “pith and

marrow” of the claim. A patent

specification should be given a purposive

89
90

(1877) 2 App Cas 315
[1982] RPC 183
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construction rather than a purely literal
one derived from applying to it the kind

of meticulous verbal analysis in which

lawyers are too often tempted by their

training to indulge. The gquestion in e

case 1is: whether persons with p:aqt{éél

knowledge and experience of th kind
work in which the invention was“dnte&éed

to be used, would understand th;%\stfict

compliance with a particular descriptive

word or phrase appearfﬁq&%ﬁ\a claim was
intended by the patentee to be an

essential requirement/of “the invention so
that any variant OnohﬁﬁL)fgil outside the
monopoly claime n ough it could
have no matg}iafyéEfect upon the way the

invention worked:

74. I read the emphasized portion to mean two things: first, as
Juty o court to ascertain just what it is over which the
oo

casting a

=

removal of that so-called essential (or those so-called essentials)

claim nopoly, i.e., to determining what is essential to

, 1ts ‘pith and marrow’; and, second, to deciding whether

ould defeat an infringement claim even if it made no difference to the
final result. This is not to be read, in my judgment, as proposing that
the addition of a superfluous element saves infringement. It is
instead a test of seeing whether the removal of what the patentee
claimed to be essential would have no material effect on the way the

device worked.
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75. What do we find when we look at the complete specification &
(the patent as finally granted)?”' I believe it is wholly irrelevant a

this stage that the original 16 claims were reduced to 15 (the la

being deleted), and those 15 then, by a process of mergin
and 2, and claim 8 with claim 9, and splitting claim, 1 wo,
became for all intents and purposes 14 claims. Read together, those
claims make it clear that CTR has wholly elimin therefore

disclaimed the PRV. It insists on the two critical integers I have

mentioned earlier working together. orking together, form

show that removing any of these integers would still generate the

same result; for'then those integers would clearly be non-essential.

Even Sergi does \not claim this. It, too, in its Sergi 3000 product
demand se of| all three integers; but it adds to this the PRV:
ike z this is only possibly attractive, certainly distracting

b ay essential.

In Reymes-Cole v Elite Hosiery Co Ltd,”® Diplock LJ said that
“points of construction are short; judgments about them ought to
be.” That was in a pithier and more concise age, one not so
bedevilled by the ready availability of far too much case law and
information. To that expression, I might only add: so must

arguments on construction.

o Document at Thane Dist. Ct. R&P Vol. II (“D-2”), pp. 1029-1080; Vol.

G-1, pp. 6-28.
[1965] RPC 102

71 0f103

;21 Uploaded on - 23/10/2015 ::: Downloaded on -23/10/2015 19:04:32 :::



NMS-497-14-CTR-V-SERGI-F02.DOC

THE ARRIVAL OF THE UNLIKELY SCENARIO FROM %
ALOYS WOBBEN

77. I must clarify that it is my understanding that I am not;at thi
prima facie stage, required to assess the validity e, or
whether Sergi can maintain its pre- and post-grant oppasitions, its
application for revocation of the patent and its Co laim all at

the same time. I have subsequently clarified this to both sides, and

that issue is pending in this very m re another court. It is
not, therefore, necessary to consider the.impact of the Supreme
Court’s decision in Dr. Aloys-Wob r. v Yogesh Mehra & Ors.,”

except to note that it over-rules. the-decision of the Delhi High
Court that was relied ustice Gavali in this very litigation
while deciding Civil Revi Application No.185 of 2011 (against
the District Cotrt’s order refusing to take the Counter-Claim on
record) on ne 2011.* I need only note that the present
litigation (1 ual because it is precisely the situation that the

rt said was unlikely ever to arise: where there are,

all at once, a post-grant opposition (and also a pre-grant
opposition, it seems), a Counter-Claim and an application for
vocation. If the grant of a patent is not determinative and does not
yield an injunction for the asking, it must follow that the mere

@ pendency of a Counter-Claim, oppositions or revocation

applications cannot defeat an injunction claim either.

% (2014) 15 SCC 360 : 2014 SCC Online SC 484

See list of dates appended; Reported in 2011 (47) PTC 521 (Bom) : 2011
(5) Bom CR 806; copy at Vol. E, Orders Comp. Pt. I, pp. 39-78.
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DEFENCE

78. THE FATAL CONTRADICTION IN SERGI'S@

79. I return finally to what seems to me to lie at the

present case: and that is a contradiction inherent i

Sergi claims the PRV to be essential to both i

patent. But if it is essential it cannot possibly be sidelined with an

€« »

or” as is shown in Sergi India ure and even in the

comparative chart. It cannot be an alternative: It must necessarily be

ﬁn e.”That is not even what
mentation, and I do not think it is
V and CTR does not, therefore

unless it is shown that the PRV is not

deployed, without fail, every Sir

Sergi puts forth in its ow

enough to say “look, we u
there is no infringemen
optional. The DTL tender makes it optional, and even Sergi’s use of

it, marked with the word “OR” makes it so. Clearly, this puts the

matter ‘wro 3 ale. The PRV fails the Catnic test and fails it
utterly.

its Written Statement to the Counter-Claim, CTR points

ut“that worldwide Sergi has abandoned the PRV for a ‘rupture

disc’,”” but this has not been commercialized. Consequently, the
only apparent use of the PRV is to somehow try and dodge the
bullet, as it were, to escape CTR’s claim on infringement. That

small and irrelevant addition affords no defence.”®

Vol. A, . 304.

96 Beecham Group Ltd v Bristol Laboratories Ltd, [1967] 16 RPC 406
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GENERAL PRINCIPLES @

81. As I see it, the principles one may legitimately draw.in a

combination patent infringement case are these: @

81.1 The invention cannot be a mere arrangement or re-

arrangement of previously known integers all

functioning independently in-a- known way;

81.2

81.3 /Each of the integers must be essential. If any one can be

akenout without affecting the final result, it is not

ssential.

If a patent claim is overbroad, and for that reason,
includes in the sweep of the case for infringement the
defendant’s invention, i.e., by including every single
non-essential and essential addition, then the patent
may be prima facie invalid for want of novelty. No
person can claim such a monopoly as would result in a
bar to future improvements. If the patent is, on the
other hand, so narrow that it excludes the addition of

another essential integer, then there is no infringement.
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81.5 Where a patent has been granted on the patentee &
disclaiming a particular integer, i.e., by saying it is 7o
essential to his product, then the addition of that no

essential integer does not, per se, defeat the

infringement. It must be shown th e\ additional
integer is essential, required and returns a result that is
as or more efficient than that produ e patent.
Adding something superfluous to the essential integers

does not defeat an i nt claim. It must be

shown that what is add Iso essential and that it

satisfies the @rev@ ests

producing as geo or a new and improved

of interdependency,

result.

81.6 The patent must be read in a purposive manner to

ine what constitutes its ‘pith and marrow’.

. t an interim stage, a Court is not required to examine
the validity of a patent so much as its vulnerability; and
this is to be tested not on a mere say-so, but with the
aid of cogent and persuasive technical and scientific

@ material, including reliable expert opinions and other
data.

81.8 The fact that a patent has been granted is not wholly
immaterial at an interim stage. While the grant is not a
complete answer to a charge of prima facie invalidity or

vulnerability, it is still a factor to be considered and
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given appropriate weight; just how much is fact- g&

dependent. &
81.9 The speed of grant of a patent is wholly ir -
particularly if it is made without a s @ and

substantial) case on illegality and mala fides.

\
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CONCLUSIONS & SUMMARY OF FINDINGS @

82. I find for the Plaintiff, CTR, because: the DTL tender

Sergi’s demonstration (the use of the word ‘or’) either to the CTR

patent, to Sergi’s product or the DTL er; the addition of the

invention is the two integer& WO interdependently to produce

what is, prima facie, a dramaticall ed result at the stage of a

explosion detection
prevention); Sergi has e
CTR’s; Sergi could not have met the DTL bid without such an

ely abandoned its patent and has adopted

infringement.

@@

O
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DETERMINANTS FOR INTERIM RELIEF

THE BALANCE OF CONVENIENCE AND OTHER@

83. Where lies the balance of convenience? The answ@ests
itself: it cannot possibly lie with Sergi, and the f: I

allowed to continue with the DTL tender (on no
is now not as material as the question once might have been. The

Notice of Motion is in wider terms, gi cannot possibly be

permitted to continue with what I ha to be a clear case of

infringement. That being saig, the % 0 my mind an overwhelming

prima facie case, and it is di ﬁ ow CTR might be able to
ages; those losses are possibly

recoup its losses by

beyond computation.

@@
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oRoeR @

84. The Motion succeeds. There will be an interim order in the
following terms, broadly in keeping with of prayer cla

and (e) of the Notice of Motion:” that pending thé hearin final
disposal of the suit:

(a) Defendants Nos. 1 and hall not, directly or

indirectly, or through an

arty’or person acting on
their behalf, infg’ng

r@ intiff’s patent No.202302 by
Sy

making, usin r)sale, or selling either the

product or any other similar
duct that contains the identical or
substantially similar system of a principal of a

ifferential Relay and a Buchholz Relay (oil surge

Defendants Nos. 1 and 2 are not to infringe the
Plaintiff’s Patent No. 202302 by using the method

provided under that Patent by manufacturing, selling or
offering for sale either the impugned Sergi 3000

@ product or any other product that infringes the
Plaintiff’s patent and from using, offering for sale or
selling any product that is obtained directly by the
method provided under Plaintiff’s Patent.

7 There is an error in numbering. There are no prayers (c) and (d).
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(c) the 1st and 2nd Defendants shall not circulating and g&
submitting to any third parties, including purchasers;
lessees or persons inviting tenders (and includi

government bodies) any technical brochures, li

pamphlets, fliers, drawings, specifications
printed or audio-visual material that displaysand shows
the identical or substantially similar as that of
the Plaintiff’s Patent No0.202302, i.e., the principal of
the Differential Relay a

chholz Relay (oil surge

method) as set out in the tiffs’ patent.
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coss @

85. Ihave long believed that costs must follow the event, and that

our courts are altogether too timorous in the matter of The
delays in our system are legendary and these I

frivolous or untenable defences as there are friv
and vexatious lawsuits. The trajectory of this litigation’s history is a
as shuttled between the
rt via this Court. A

case in point. For five years, the liti
District Court in Thane and the Syp

colossal record has been ggner@ small forest was probably
tim R has been attempting to

ions of its sole competitor. Both

destroyed en passant. In
the
sides have deployed lar

protect its patent fro
teams of legal counsel, and that, as we
know, comes at no little cost. When one of these parties succeeds,
and it does not matter which for this purpose, not to award costs is, I
think, a in the\wrong direction. It encourages useless defences
and fals : ies must know that there is a very real risk in
terms should they fail. In Haldyn Glass Works Pyt Ltd v

3 Fire & General Insurance Co Ltd,”® 1 considered this
uestion in the context of a suit that [ decreed against an insurance
company. The first appeal was admitted, as indeed it had to be as a
matter of course, and while the actual order of costs may have been
stayed (though I believe there was an order of deposit of the decretal
amount), there is as yet no final determination on the issue of costs,
one that I took separately. In doing so, I referenced Section 35 of the
Code of Civil Procedure, 1908, the relevant High Court (Original
Side) Rules, the provisions of the Bombay Pleaders Act, 1920 and

% Suit No. 2716 of 1986 decided on 16th April 2014.

81 of 103

;21 Uploaded on - 23/10/2015 ::: Downloaded on -23/10/2015 19:04:32 :::



NMS-497-14-CTR-V-SERGI-F02.DOC

numerous decisions of the Supreme Court and of High Courts:

Manindra Chandra Nandi v Aswini Kumar Acharjya,” Sale
Advocates Bar Association v. Union of India (“ Salem-II),'° Ash

Kumar Mittal v. Ram Kumar Gupta and Anr.)'” Vinoa

Devender Bajaj and Anr.,'"* Sanjeev Kumar Jain v
Charitable Trust & Ors.® and Shri Dilipkuma
Dena Bank & Ors."®* among them. I cited Sanje

which the Supreme Court said (with emphasis added):

“27. The mandate of u ection (2) of
Section 35 of the t where the
Court directs tﬁ> sts shall not
e rt shall state

follow the even
its reasons ing is seldom followed
in practice b ourts. Many courts either
do not make an order as to costs or
direct parties to bear their

resp i costs without assigning or

récording \\the reasons for giving such

ex ion " from costs. Unless the Courts

<:2zéelop the practice of awarding costs in
ordance with Section 35 (that is, costs

following the event) and also give reasons

where costs are not awarded, the object of

the provision for costs would be defeated.

Prosecution and defence of cases is a time

consuming and costly process. A

99

100
101
102
103
104

60 Ind Cas 337 : ILR (1921) Cal 427
(2005) 6 SCC 344 : AIR 2005 SC 3353
(2009) 2 SCC 656

(2010) 8 SCC 1

(2012) 1 SCC 455

2013 (6) Bom CR 127, per Ghuge, J.

ar Jain in
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plaintiff/petitioner/ appellant who is
driven to the court, by the illegal acts
of the Defendant/Respondent, or denial of

a right to which he is entitled, if he

succeeds, to be reimbursed of his expen

in accordance with law. Similarly a

Defendant/Respondent who is dragged

court unnecessarily or vexatious&&, if/ /he

succeeds, should be reimbursed his

expenses in accordance with law. Further,
it is also well recoqﬁigggsthat levy of

costs and compensatory . co is’ one of the

effective ways of /”éﬁxﬁikq false or

vexatious litigatidms.

86. The Supreme emphasized the need for ‘realism’ in
approaching the question of costs. It would, I believe, be wholly
unrealistic to let this matter pass with the usual order requiring each
side to bear costs. That might have been the correct thing to
do had e/oase poised on an edge, and, being forced by the
office, elected for one side over the other. I have

IT no such finding. I have found there to be no merit at all in
the defence. To permit this to pass without any real consequence is

irectly contrary to the mandate of the Supreme Court.

87. I am mindful that the Supreme Court in Sanjay Kumar Jain
itself says that the award of costs must be within the confines of the
governing rules, but where those rules speak to a bygone era, one
that is hardly recognizable and is itself unrealistic in today’s times,
no court required first and last to render this thing we call ‘justice’, I

believe we must free ourselves of these manacles from a prelapsarian
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age when a rupee actually meant something. After all, these are not &
indigent parties, persons or bodies lacking means. To the contrary:
they have at their command quite extraordinary financial resource

Those who can pay, must.

88. But so long as those Rules remain, and remain unchanged, it
is not permissible to award costs beyond them. s the only
reason I am unable to award the costs that I might otherwise have

thought reasonable. The Plaintiff wa entitled to costs in

% saying that the matter has been

he injunctions I have granted will result

accordance with the Rules.
&

89. Mr. Chagla applies
pending for some time
in considerable commercial distress to Sergi. Mr. Kane for the
Plaintiff says that Sergi has agreed not to infringe, even before the
Supreme C d therefore is unaffected by the present order,
one tha o no particular tender or contract. All that Sergi is

doing is continuing with the infringement, and that

have a point when he says that the finding I have returned holds
rgi’s product to be infringing and he is surely entitled to test this.
Given that the Court’s Diwali vacation starts just a week from now,

the operation of this order is stayed till 23rd November 2015.

(G.S. PATEL, J.)
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ANNEXURE : CHRONOLOGY @

1.  On 5th November 1996, Sergi’s director Phili nier
filed an Indian Patent Application for registration of an invention

entitled “Method and Device for Pre

Electrical Transformer Against Explosion And Fire” under the

Patents Act. On 13th December 199 ier licensed this patent,

105

Magnier obtained Patent No<.>189 % espect of this application.

Magnier/Sergi (France) ixo1 orresponding patents in
' ictions including France; USA;

O), which covers Belgium, Switzerland,

various international\ j
European Patent Office
the UK and some other
South Africa; Sweden; Mexico; and Colombia.

2. O ruary 2001, one Elin Energieversorgung of

A " ed an opposition to the Board of Appeal of the European
ent’Office (EPO) znter alia on the ground that Elin held a prior

uropean countries; Austria; Germany;

atent. That opposition seems to have been rejected on 15th
December 2004, notified on 28th January 2005. Elin had licensed
its prior patent to CTR, but this seems to have expired.

3.  Three years later, on 16th November 2005, CTR filed an
Indian Patent Application No. 1425/MUM/2005 for the registration

of an invention it called “A System and Method For Preventing

1 . .
% Vol A, Part (c), p. 118; for consistency, footnote numbers are continued

from the main body of the judgment.
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And/Or Detecting Explosion And/Or Fire Of Electrical &
Transformers”.'°® CTR’s application was published in the officia

journal of the Patent Office on 18th November 2005.'"” On. 20

January 2006, the Patent Office issued a First Exami
2006."” There followed a Second Examination Report on-18th April
2006,"° and changes in response by CTR™" under-itsletter dated
26th April 2006."

Report.'” CTR responded with an amendment 3

4.  In the meantime, Philippe niet; who held Indian Patent
No. 189089 and was a Directo i (France), filed a patent

S Suit No.27 of 2006 in the
nce) was the 2nd plaintiff to this

infringement action agains
Calcutta High Court.
suit. The four other defe

(

ts to the suit were various companies
as purchasers of the competing fire systems. The application for
interim reli opposed. On 22nd February 2006, a Single Judge
of the Cal h Court allowed CTR to continue to sell its
5 o ordance with law, snter alia recording a statement by
r Sergi (France) that the two products were different."*

n order dated 17th April 2006, the Single Judge of the Calcutta
igh Court declined to re-hear the application by Sergi (France) as a

new motion, but clarified that the statement made on 22nd February

106 vol. A, Part (a), p. 39.

Vol. A, Part (a), p. 37.

Vol. G-1, pp. 224-226.

Vol. G-1, pp. 227-245.

Thane Dist Ct R&P Vol. II (“D-2”), p. 787; Vol. G-2, Tab 2
Thane Dist Ct R&P Vol. II (“D-2”), p. 1081; Vol. G-2, Tab 5
Thane Dist Ct R&P Vol. II (“D-2”), p. 1141; Vol. G-2, Tab 5
Vol. A, Part (a), p. 246.

107
108
109
110
111
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2006 on behalf of Sergi (France) would not bind at the final hearing &

of the motion; all contentions were kept open. On 7th Februar
2011, Sergi (France) unconditionally withdrew its suit. This is stat
here only for completeness, and will find place again in t:: 0

5.  On 1st August 2006, the Patent Office wro R saying

chronological order.

its application had been found in order for a grant, but cautioning it
that the Letters Patent would follo y after the disposal of any
pre-grant opposition; and that CTR Id initiate infringement

s

proceedings only after that grant

6. CTR was granted its’Patent No. 202302 on 3rd August 2006
under Section 43 of the nt Act for “A SYSTEM AND METHOD
FOR PREVENTING, PROTECTING AND/OR DETECTING EXPLOSION
AND/OR FI ECTRICAL TRANSFORMERS. "

December 2008, the 1st Defendant (“Sergi”) filed

n tion under the Right to Information Act 2005 enquiring
about CTR’s Patent application status. On 30th January 2009, the
tent Office replied, saying that Patent No. 202302 had been
granted on 3rd August 2006. On 9th May 2009, Sergi enquired of
the Mumbai Patent Office if this grant had been notified and, on 1st
July 2009, Sergi’s lawyers wrote to the Central Public Information
Officer repeating this query."® On 21st July 2009, the Assistant

Vol. G-1, p. 246/51.
Vol. A, Part (a), p. 39.
Vol. A, Part (b), p. 298.

87 of 103

;21 Uploaded on - 23/10/2015 ::: Downloaded on -23/10/2015 19:04:32 :::



NMS-497-14-CTR-V-SERGI-F02.DOC

Controller of Patents & Designs and Central Public Information
Officer responded to Sergi’s lawyers saying that CTR’s applicatio
and grant had not been notified under Section 43(2) of the Paten

Act, and that this was inadvertent."”

8.  Sergi filed what it calls a ‘pre-grant opposition’ under Section
25(1) of the Patents Act on 20th January 2010."® same day,
Sergi also filed a post-grant opposition under Section 25(2) of the
Patents Act."” Both oppositions served on CTR on 30th
January 2010.

ansco Ltd (“DTL”) floated
purchase of 64 fire systems.'”” The
tender notice specified a
16th February 2010 and a price bid opening date of 16th March
2010. The was later postponed to 15th March 2010 and the

latter to@pw ber 2010.

0. 11th February 2010, CTR filed Civil Suit No.1 of 2010

e the Thane District Court as an action in patent infringement

hno-commercial bid opening date of

ainst Sergi.”” CTR made an application under Order 39 Rules 1
and 2 of the Code of Civil Procedure, 1908 (“ CPC”) for an ad-
interim injunction restraining Sergi from infringing CTR’s Patent.

This application, numbered as Exhibit “5” before the Thane

U7 Vol. A, Part (b), p. 304.

Vol. C, Comp, 5, pp. 229-230, paragraphs 11 and 12.

Vol. A, Part (b), p. 583; part of Ex. C to the Written Statement.
Vol. A, Part (a), p. 251.

Vol. C, Comp. 5, from pp. 167-221.

118
119
120
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District Court, is the present Notice of Motion."”> On 15th February &
2010, a handwritten purshis or application seeking urgent ex parte ad-
interim reliefs was filed on CTR’s behalf before the Thane Distri

Court.'®

purpose of ad-interim ex parte relief only, CTR restrieted to an
application to restrain Sergi from selling its rival/ product to DTL

under the latter’s tender.

\

O

122 Vol. C, Comp. 5, pp. 198-221; also at Vol. C, Comp. 1, pp. 12-34.

123 Vol. C, Comp. 5, p. 222.
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11.  On 15th February 2010, the Thane District Court granted ex&&
i

parte ad-interim reliefs “in terms of the purshis Ex. 9”against S

and its distributor (the present 2nd Defendant)."”” CT as
directed to comply with the provisions of Order 39 Ru@ the
CPC and the notices were made returnable on Ma 010.
CTR served the ad-interim order on Sergi on 16th February 2010.
Sergi claims to have been informed by the 2nd Defendant of the
suit, and it appeared before the District Court on 2nd March 2010,
the returnable date. The actual writ of summons in the suit was

served on Sergi only on 4th 1<\>/Iarc !

12. On 12th March 20 ,Xi submitted its bid to DTL’s
tender.'”® It says it told DTL about the 15th February 2010 order of
the Thane District Court.”” CTR also submitted a bid. DTL opened
the technical bids'on 15th March 2010."*

ch 2010, Sergi filed its Written Statement'”’ and

CTR’s suit and injunction application respectively.

4.” On 23rd March 2010, CTR filed an application under Order
39 Rules 2-A and 11 of the CPC, numbered before the Thane

 vol.C, Comp. 5, pp. 223-234; “Order below Ex. 5”

Vol. C, Comp. 1, p. 60, paragraph 7 of Sergi’s Reply Affidavit.
Vol. C, Comp. 1, . 40.

Vol. C, Comp. 1, p. 73.

Vol. C, Comp. 4, Pt I, p. 442.

2% Vol. A, Pt. (b), from p. 255.

B0 yol. B, Notice of Motion 497 of 2014 (present Motion), pp. 29-58,
numbered as Ex.22 before the Thane District Court.

125
126
127
128
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District Court as Misc. App. No. 68 of 2010. This is now Notice of &

Motion No. 193 of 2013 before this Court. &
15.  Sergi filed two replies dated 26th March 2010™" and 3; @
2010."*? In paragraph 16 of the first of these, Sergi @o ine

Magnier (Philippe Magnier’s son) undertook not/to sell its products
to DTL till the restraint was lifted."** On 26th 010, Sergi
wrote to DTL about the pendency of the proceedings.* In its first
Affidavit in Reply to Notice of Moti of 2013 (dated 26th
March 2010 and filed on 30th Marct

was no breach of the ex parte.ad-in

, Magnier fils said there
rder of 15th February 2010
roducts to DTL but merely

because it had not actual ny |

offered to sell them, a s no restraint against the making of
such an offer. CTR filed ‘a rejoinder dated 8th April 2010."*® That

same day, Sergifiled its counter-claim in the suit. This was not then

€

taken on fil ount of some objections.
@pril 2010, the Thane District Court passed an order
on M.A. No.68 of 2010 (now Motion No. 193 of 2010),"*

saying that the application would be heard with Ex.5, the application
r interim relief. The hearing was adjourned to 16th April 2010.

Bl Vol. B, Motion 192 of 2013, pp. 58-86.

Vol. B, Motion 192 of 2013, pp. 87-91.
Vol. B, Motion 192 of 2013, pp. 58, at p. 63.
Vol. C, Comp. 1, p. 74.

Vol. C, Comp. 1, pp. 92-107; also at Vol. B, Motion 193 of 2013, pp. 92-
107.

Vol. C, Comp. 1, pp. 50-51.
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17.  On 16th April 2010, the grant of CTR’s Patent No 202302 &
was published in the Official Journal of the Patent Office."

18.  On 22nd April 2010, CTR filed a copy of its patentw @

specifications as granted in the Thane District C p % gs.

This was taken on record as Exhibit 48.138

19. On 3rd July 2010, Sergi filed an application for leave to have
numbered as Ex. 57.
Court directed that this

its counter-claim taken on record.”
On 7th August 2010, the Thane Dis

application would be heard 4long 0
relief (Ex.5, the present No %o '

20. In the meantime, DTL’s Tender Committee met on 7th June
2010, 3rd August 2010 and 10th August 2010. It evaluated the three

bids received, CTR, Sergi and one Vendere. Sergi was said not

’s application for interim
140

to meet re-Qualification criteria. The Committee noted the
ive legal documents, copies of orders and notices being

ec rom both CTR and Sergi. It thus resolved to co-opt the
(Legal) to assist the Tender Committee.'* The Committee met

ain on 13th September 2010."** The GM (Legal) was present.

137 Vol. C, Comp. 5, pp. 271-274.

Ex. 48 at Thane Dist Ct R&P Vol. IX, p. 679; Document at Thane Dist.
Ct. R&P Vol. II (“D-2”), pp. 1029-1080; Vol. G-1, pp. 6-28;

Vol. C, Comp. 4, Pt. I, pp. 206-209
Vol. C, Comp. 4, Pt. I, p. 113.

Vol. C, Comp. 4, Pt. I, pp. 439-441.
Vol. C, Comp. 4, Pt. II, pp. 435-438.

138

139
140
141
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Noting the pending disputes, the Committee concluded that CTR &

and Sergi were the only two techno-commercially viable bidders.

21.  On 1st September 2010, Sergi filed Writ Petition No. 69

2010 against the Thane District Court’s order of A010
deferring Sergi’s application for taking its counter-claimion record.
The writ petition was disposed of by an order date eptember
2010."* The order of the Thane District Court was undisturbed,
with observations to the effect that e District Court find
that Section 104 of the Patents Act applied, it would not pass orders
in the other applications; <and, ely, on finding that that

ourt would then hear the

section would not apply,

applications.

22. On 28th September 2010, DTL opened the price bids. Sergi
was declare the lowest bidder, L-1."** On 4th October 2010,

Sergi WT saying it looked forward to receiving a purchase
5

2 On 17th September 2010, in view of the clarifications of this

ourt in its order of 15th September 2010 on Sergi’s writ petition,
Sergi filed an application under Section 9A of the CPC questioning
the jurisdiction of the Thane District Court since it had lodged a

Vol. C, Comp. 4, Pt. I, pp. 114-116.
Vol. C, Comp. 4, Pt. II, pp. 442-444.
5 Vol B, CTR Additional Affidavit, p. 3.

93 0of 103

;21 Uploaded on - 23/10/2015 ::: Downloaded on -23/10/2015 19:04:33 :::



NMS-497-14-CTR-V-SERGI-F02.DOC

counter-claim. The application was allowed on 12th November 2010 &
and the preliminary issue was framed."*®

24. On 2nd December 2010, DTL placed a purchas e

Sergi.'’

25.  On 9th December 2010, CTR filed another-Mise. App. No.

319 of 2010 also under Order 39 Rules 2-A and 11 of the CPC (now

numbered as Notice of Motion No. 13)."® An ex parte ad-

interim order dated 9th mber 2010. Sergi filed A.O. No. 1446
his order. That appeal was disposed of on 24th

December owing Sergi to apply to the District Court for a
Variatio@g\ti it to submit drawings to DTL."™ The
ion was made and, on 28th December 2010, rejected.”

2 On 1st January 2011, the Thane District Court decided the
eliminary issue of jurisdiction in part, holding that it continued to

have jurisdiction over the suit, but without deciding the question of

16 Vol C, Comp. 4, Pt. I, pp. 117-118.

Vol. C, Comp. 2, p. 16.

Vol. C, Comp. 2.

Vol. E; Orders Comp. Pt. I, pp. 1-2.
Vol. C, Comp. 4, Pt. [, pp. 121-125.
Vol. C, Comp. 4, Pt. [, pp. 126-139.

147
148
149
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151

94 of 103

;21 Uploaded on - 23/10/2015 ::: Downloaded on -23/10/2015 19:04:33 :::



NMS-497-14-CTR-V-SERGI-F02.DOC

jurisdiction in respect of Sergi’s counter-claim, keeping that in &

152
abeyance.”

27. Sergi appealed the order of 28th December 2010
(St) No.33478 of 2010 was disposed of on 11th Jan he
appeal was partly allowed; the impugned order was set aside; Sergi’s
application to submit drawings to DTL was allo t with the
direction that Sergi would take no further steps in execution of the
contract till CTR’s interim applicati x.5) was disposed of. This
lication for stay of the
e Petition No0.1919 of 2011 to
H January 2011."*

was to be done within four weeks
order was rejected. CTR’s Specia

the Supreme Court was dis

28. Sergi then filed a Civil Revision Application No.62 of 2011
against the Thane District Court’s order dated 1st January 2011 on
the jurisdiction-issue. That was allowed by Mr. Justice Gavai on 2nd

Februar@}b recting the District Court to decide the
jurisdictional’issue in view of Section 104 of the Patents Act before

oy

ruary 2011."° CTR’s Special Leave Petition No. 4214 of
2011 against this order in civil revision failed on 15th February
11.156

152 Vol. C, Comp. 4, Pt. I, pp. 140-165; read with the observations in

paragraph 30 at pp. 162-163.

Vol. C, Comp. 4, Pt. I, pp. 166-184; Per B.R. Gavai J.
Vol. C, Comp. 4, Pt. I, pp. 185-186.

Vol. C, Comp. 4, Pt. I, pp. 187-200.

Vol. C, Comp. 4, Pt. I, pp. 204-205.

153
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29. On 7th February 2011, Sergi unconditionally withdrew its &
patent infringement suit filed in the Calcutta High Court.

held that it continued to have jurisdiction over
February 2011, Sergi filed Writ Petition No. 1608
this order. This was later converted into Civil Revision Application
No. 185 of 2011.

CTR’s application for inter ® Only the operative part

31. On 25th February 201 e District Court allowed
i

was pronounced and available. On 28th February 2011, Sergi
sought a six-week stay on the order and a restraint against CTR from
circulating or publishing it. This was refused.” Sergi filed A.O.
No.246 of ainst the order of 25th February 2011. On 3rd
March @11 March 2011, the High Court declined to give

e/ A.Q.\ptriority hearing. Sergi filed Special Leave Petition
b‘ 8385 of 2011 against the High Court orders, contending

the reasoned judgment had even till then not been made
ailable. On 17th March 2011, the Supreme Court issued notice,

directed the filing of a reply and, in the meantime, stayed the
operation of the Thane District Court’s order dated 25th February
2011.*°

57 Vol. C, Comp. 4, Pt. I, pp. 210-236.

Vol. C, Comp. 4, Pt. I, p. 237, operative order; Vol. C, Comp. 4, Pt. L, pp.
238-264, judgment and order.

Vol. C, Comp. 4, Pt. I, pp. 265-267. Also at Vol. C, Comp. 5, pp. 293-295.
Vol. C, Comp. 4, Pt. II, pp. 270-271.

158

159
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32. The reasoned order on CTR’s injunction application Ex.5 was &
issued by the Thane District Court on 19th March 2011.""

33. As Sergi continued its product, SERGI 3000, for sale
website and in brochures, CTR filed a third applic

No. 87 of 2011 before the Thane District Court ((now n
Notice of Motion No. 191 of 2013 in this court
Rules 2-A and 11 of the CPC.

34. Magnier filed a separate p %osition on 15th April

2011 before the Controller%x ainst CTR’s Patent No.

202302.

35. On 2nd May 2011, the reasoned judgment of the Thane

District Court being now available, the Supreme Court disposed of

Sergi’s Spec ve Petitions.'® The matter was remanded to the
High C rty being reserved to Sergi to amend the Memo of
n e new grounds. Sergi’s application for interim reliefs

ere directed to be disposed of in six weeks.

In May 2011, Sergi apparently met with DTL and since there

was a stay from the Supreme Court, commenced supply of its

product.'®

Vol. C, Comp. 4, Pt. I, pp. 238-264.
Vol. C, Comp. 4, Pt. II, pp. 272-276.
Vol. C, Comp. 4, Pt. II, pp. 378-380.
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37. Civil Revision Application No. 185 of 2011 (against the &
District Court’s order refusing to take the counter-claim on record
was argued and judgment reserved on 3rd May 2011. The judgme

164

The impugned orde

.

counter-claim taken on record was allowed. A stay was sought, and

was pronounced on 6th June 2011.

18th February 2011 was set aside and Sergi’s appli

it was directed that the suit would not be trans the High

Court for six weeks.

38. CTR went to the Supreme Court.in Special Leave Petition
No. 18224 of 2011. The six<wee @ transfer was extended for
e 2011, the stay was extended for
a further two weeks. th June 2011, after hearing parties in

A.O. 246 of 2011, this Court held that the six-week stay granted by
Mr. Justice Gavai on the suit transfer would end on 18th July 2011,

1
another two weeks.'®® On

while the stay by the Supreme Court on the interim
injuncti@d nd on 4th July 2011. The Court therefore
extende tay on the injunction order till the next date.'®® CTR
Q cial Leave Petition No. 18220 of 2011 against this order.

r some extensions, on 2nd August 2011, the Supreme Court

ismissed the Special Leave Petitions for non-prosecution. All

. . 1
interim orders were vacated.'®’

164 Vol E, Orders Comp. Pt. I, pp. 39-78; Reported in 2011 (47) PTC 521

(Bom) : 2011 (5) Bom CR 806
Vol. C, Comp. 4, Pt. I, p. 277.
Vol. C, Comp. 4, Pt. II, pp. 282-283.
Vol. C, Comp. 4, Pt. II, pp. 280-281.
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39. On 23rd August 2011, this Court passed an order in Sergi’s &
A.O. No. 246 of 2011 against the order of 25th February 201
allowing CTR’s application for interim relief, Ex.5. The Court sa
that now that the counter-claim had been filed, the Thane Distri

Court no longer had jurisdiction, and whether or he g
order continued in force could only be decided by this court. The

appeal was found to be infructuous."®® The o s slightly
modified on 9th September 2011 on an application for speaking to

the minutes of the previous ord cording that the lack of

continued jurisdiction in the ThaneDistrict Court was a submission

was made on 23rd September 2011, "

made by Sergi.'®® A further<corre a date noted in the order

40. On 29th August 2 the Thane District Court allowed the
application for transfer of the suit and took the counter-claim on

record. An directing the transfer followed on 1st October

2011, @

41. 11th November 2011, CTR filed Notice of Motion No.655
0f.2012 seeking snter alia to restrain Sergi from entering into any

ntracts with the Rajasthan Raj Vidyut Prasaran Nigam Ltd
(“Rajasthan Electricity Board”) pursuant to its tender. On 15th
November 2011, this Court recorded Sergi’s undertaking that it
would manufacture and sell products only in accordance with its

own know-how and Patent and public domain material, and that, in

18 Vol. C, Comp. 4, Pt. II, pp. 284-287.

Vol. C, Comp. 4, Pt. I, pp. 288-289.
Vol. C, Comp. 4, Pt. II, p. 290.
Vol. A, Pt. (a), p. 253-A.
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any event, it would not infringe CTR’s Patent."”? This order %
extended to Rajasthan Electricity Board and Bharat Petroleu
Corporation Limited. On 28th November 2011, this was extended
DTL." CTR filed an Additional Affidavit in this Notice o
seeking urgent reliefs, saying that Sergi had madeapplic

Rajasthan Electricity Board to include its name (as a vendor of a
product that was an infringement. Ad-interim re e refused
on 17th January 2012."”* The Court observed that prima facie the
orders of the District Court did not on that date.

orders dated 15th February 2010 (the first ad-interim order on Ex.5)

and 25th Febr
District Co

ry 2011 (the final order on Ex. 5) of the Thane

act continued in force and were not rendered
infructug e., that they continued to be valid and subsisting; and
a finalorder of 25th February 2011 should be treated as an ad-

in der itself. Ex. “5”, the present Notice of Motion, was
) p )

cted to be treated as pending. The appeals were allowed. The
dgment and order was stayed for four weeks, subject to Sergi not
entering into a fresh contract with another party in respect of the
products in question. It was clarified that the stay was to enable

Sergi to execute the contract with DTL."®

172 Vol. E, Order Comp., Pt. I, pp. 92-94.

Vol. E, Order Comp., Pt. I, pp. 94A-94B.
Vol. E; Order Comp., Pt. I, pp. 95-97.
Vol. E, Order Comp., Pt. I, pp. 98-121.
Vol. E, Order Comp., Pt. I, pp. 122-123.
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43. The Controller of Patents did not take Sergi’s pre-grant &
opposition on record. Sergi filed Writ Petition No. 2308 of 2011 i
this Court against that decision, also urging that CTR’s Patent h

been granted with uncommon despatch. At the hearing-of

not to be taken on record. By its order dated 6th March 2012, the

Division Bench of the High Court in it Petition allowed Sergi
to file those documents within two weeks but granted no further
relief. "/ OX

44, On 22nd March ; moved to speak to the minutes of

the appellate order dated 16th March 2012. It sought a clarification

that order would not prejudice CTR’s contempt applications. The

Appeal Co ied that its order only meant that the ad-interim
injunctions d ‘revive’ four weeks from 16th March 2012."
45. 26th March 2012, Sergi filed Special Leave Petition

0347-10348 of 2012 before the Supreme Court against the
der(s) of 16th March 2012. On 9th April 2012, the Supreme Court
issued notice and, in the meantime, directed that the appellate order
enabling Sergi to execute its contract with DTL, would continue to

operate subject to the conditions in that order.'”

17 Mohit S. Shah CJ (as he then was), and R. M. More J; order copy not on

record.
Vol. E, Order Comp., Pt. I, pp. 124-125.
Vol. C, Comp. 4, Pt. II, pp. 324-325.
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46. CTR filed its counter-affidavit in these Special Leave &
Petitions. On 25th May 2012, leave was granted in both Specia
Leave Petitions and these were disposed of with seve

directions."®® The present Notice of Motion was to be taken-up

o

November 2011).

47.  On 19th June 2012, Sergi filed a)revocation application (ORA
Nno.42/12/PT/MUM) un ion 64 of the Patents Act. This is
pending before the Int al Property Appellate Board (“IPAB”).

48. There ar¢\a few additional intervening facts to be noted.
Though n of them have any impact on the present
proceed%e re shortly stated for completeness. The first of
t ergi has filed a civil suit in the Delhi High Court

ag TR for infringing Sergi’s Patent No. 189089. There is
some disagreement between the parties as to the present status of
at suit. CTR says it filed an application under Order VII Rule 11 of
the CPC for rejection of the plaint, and obtained an order dated 16th
April 2014 on that application snter alia staying the suit and directing
the Registrar of Patents to decide the issue of the license claimed by

Sergi. That order was challenged in CTR’s appeal before the

Division Bench, and orders are reserved. CTR however contends

180 Vol. C, Comp. 4, Pt. II, pp. 326-332.
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that the suit is pending at the stage of admission and denial of &

documents.

49. Second, there is an order dated 30th October @

Dharmadhikari J) on CTR’s perjury application in Civil ion
No.1282 of 2012 in A.O. No.102 of 2011. The Court found a prima
facie case to have been made out against Sergi an ine Magnier

warranting action under the Code of Criminal Procedure, 1973.
Sergi has filed Special Leave Petitio 3 of 2012 against this
order. On 11th December 2012, the Supreme Court stayed the order.

The Special Leave Petitions@r

‘07
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